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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issied monthly, contains all curtént decisions 
of the law of trade-marks, trade-nameés and unfair competition in 
the courts of the United States, and of the sevetal States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, ot allied subjects, with references to the Official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illusttate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
séveral state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from yeat to yeat. It includes also 
all treaties and conventions relating to trade-matks to which the 
United States is a party. Each annual volume is ¢ompleted with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyérs and is edited 
with a view to their needs and requirements. The subseription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elséwhete THIRTY-THREE SHILLINGS. 


Tue Uniren States Trane-Mank Association, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 834 Nassau Street, New York City. 


Address all communications to 32 Nassau Street, 
New York City. 
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NOTICE 


Dr. Lupwig Wertuerimer, Professor of Law at the Univer- 
sity of Frankfort, Germany, and Associate Editor of the 
Bulletin of the United States Trade-Mark Association, is now 
visiting the United States and will be glad to hold confer- 
ences, at this office, with any of our Subscribers, or others, who 
may desire to consult him on any matter of Trade-Marks or 
Unfair Competition in Germany. 





This opportunity of consulting a leading authority on 
this branch of German law can be availed of during a limited 
period beginning September 15. Before that date conferences 
can be arranged by special appointment. 


Address, Dr. Ludwig Wertheimer, 
eare Unitrep States Trape-Mark AssociaTION, 
34 Nassau Street, 


Phone, 2100 John New York City. 





WANTED 


We are especially desirous of obtaining immediately the 
following back numbers of the Trape-Mark Reporter, and 
for a limited period will pay the prices quoted for copies 
mailed us in a condition suitable for binding: 


Index, vol. 3 (1913) 


March, April and Sept. vol. 4 (1914) 
Index, vol. 6 (1916) 

Sept. and Dec. vol. 9 (1919) 

July, Sept. and Nov. vol. 10 (1920) 
April, vol. 11 (1921) 

Dec. vol. 12 (1922) 


THE UNITED STATES TRADE-MARK ASS’N 
34 Nassau Street - - - New York, N. Y. 
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Tue Turner & Seymour MANUFACTURING CompaNy v. THE 
A. & J. ManuracturinGc Company AND Epwarp H. JoHnson 


United States District Court of Appeals, Second Circuit 
June 6, 1927 


‘Trape-Marxs—Uwnrair Competirion—“Bivue Wuirt,” “Buivue STrReak,” AND 

“Buivue-Tie” ror Eco Beaters—Non-INFRinNGEMENT. 

The word “Blue-Tip,” used as a trade-mark for egg beaters, held 
not to infringe either “Blue Whirl” or “Blue Streak,” used on the 
same goods. 

Same—Same—Cotor—Buive on KircHen Ware anv Urtensits—Pvustici 

J un1is—REVERSAL. 

Mere color cannot be appropriated as a trade-mark; and, the 
plaintiff could not, on the ground of its use of blue color on its egg 
beaters, deprive defendant from the use of blue on its beaters and 
boxes, particularly as the respective marks were not confusingly simi- 
lar, and the use of blue colors for kitchen ware has been long common 
to the trade. 


In equity. Appeal from the District Court for the Northern 
District of New York. Suit for infringement of trade-marks and 
unfair competition in trade. Decree for plaintiff granting injunc- 


tion against unfair competition. Defendants appeal; plaintiff also 
appeals seeking further relief. Judgment reversed. 


Cooper § Terry (Dyer Smith, of counsel), all of New York 
City, for appellants. 

Davies, Auerbach & Cornell (Martin A. Schenck, Thomas J. 
Byrne, of counsel), all of New York City, for appellees. 


Before Manton, L. Hanp and Swan, JJ. 


Manton, C. J.: The parties will be referred to as below. 

The plaintiff had issued to it on October 2, 1923, a registered 
trade-mark No. 173,922 and a re-issue, No. 188,988, on September 
9, 1924. They covered respectively “Blue Whirl” accompanied by 
a symbol as a trade-mark for egg beaters, and “Blue Streak” accom- 
panied by a symbol as a trade-mark for a can opener. The decree 
below enjoins the defendants from (a) selling or offering for sale 
egg beaters having handles tipped or otherwise colored in blue, with 
or without bowls, or other accessories in boxes and packages colored 
blue, white or other color, where the name “blu-tip” or “Blue-Tip” 
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appears, alone or with other words thereon or therein at any time; 
(b) from selling or offering for sale, egg beaters having handles 
tipped or otherwise colored in blue, with or without bowls or other 
accessories, in boxes or packages, where the box or package is 
colored wholly or substantially in any shade of blue and contains 
the name “Blue-Tip,” alone or in combinaton with other words 
thereon or therein at any place; and (c) from selling or offering 
for sale egg beaters having handles tipped or otherwise colored in 
blue, with or without bowls and or other accesories in boxes or 
packages where the box or package is colored wholly or substan- 
tially in any shade of blue. 

The court sustained the trade-mark, but held that the defend- 
ants by reason of the use of the trade-mark consisting of the 
words “Blue Tip” and in painting blue the ends of the handles of 
its egg beaters and can openers, did not infringe upon the trade- 
mark of the plaintiff consisting of the words “Blue Whirl” and a 
symbol; the court declined to hold the words, “Blue Streak,” and 
the symbol, the trade-mark used for the can opener, were in- 


fringed. He also held that there was no unfair competition by the 
defendants in manufacture and sale of their can openers. The de- 
fendants in manufacturing the can opener, painted the ends of the 


handle blue. 


The plaintiff has filed an application for a trade-mark consist- 
ing in painting the whole of the handle of the egg beater in blue. 
The application for this registration was placed in interference by 
the Patent Office with the trade-marks of the defendants, registered 
No. 202,467, which was granted August 25, 1925, and which con- 
sisted in painting or tipping the ends of the handles of egg 
beaters and can openers in blue. The defendants moved to dis- 
solve that interference proceeding (a) because there was no inter- 
ference in law or in fact existing between the appropriated mark 
of the plaintiff and the trade-mark of the defendant; (b) that the 
appropriated trade-mark, the subject of plaintiff's application, was 
not a true trade-mark. This motion was sustained, and it was 
ruled that the two marks were not identical and that they were 
not so near resembling each other as to be likely to cause con- 
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fusion or mislead the public mind, and the plaintiff’s proposed 
mark for color was not registerable. 

Plaintiff's egg beater is sold under the trade-mark, “Blue 
Whirl,” with both handles enameled a robin’s egg blue. It is sold 
in a blue box, one to a box. On the box is printed a guarantee 
of the excellence of the material and unlimited replacement. The 
defendants sell their egg beater under the trade-mark, “Blue Tip.” 
Extensive advertising and sales effort has been carried on by the 
plaintiff, and the claim is that the public associates the blue handles, 
the blue name and the blue box with both the egg beater and the 
can opener which the plaintiff manufactures. The defendants 
sold their “Blue Tip” egg beater and can opener about two years 
after the “Blue Whirl” appeared on the market and about one 
year after the “Blue Streak.” 

Both plaintiff and defendants are well-known, large and re- 
sponsible manufacturers. The defendants sold in 1925, four mil- 
lion egg beaters. The mechanism of the egg beaters sold by both 
plaintiff and defendants is the same. The handles are different. 
The defendants’ has an egg-shaped wooden handle; the plaintiff's 
had a metal handle, spade-shaped. 

The defendants have used blue as a color on their crockery 
bowl, sold with the egg beater device since 1908, and packaged the 
beater in individual cartons with blue and blue lettering 
since that time. They have sold continously since that time under 
such labels and color. It also appears that the defendants, since 
1908, have sold their egg beaters in solid colors other than blue, 
and changed its color from time to time. There is proof that blue 
was a common kitchen color and that the defendants experimented 
in designs in blue in the latter part of 1921. Handles of these 
colors were manufactured. They made up blue samples for their 
egg beaters and other kitchen tool line. They had an inquiry from 
one of the large chain stores as to a toy line in blue about Jan- 
uary, 1928, about the time the plaintiff put its article on the mar- 
ket. Defendants’ good faith in adopting the blue color may not be 
questioned. 

There is proof in this record that blue, both light and dark 
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shades, had long been in common use on kitchen articles, such as 
cereal sets, crockery sets, kitchen clocks, stoves and linoleums. The 
defendants’ bowl used in connection with the egg beater, was in use 
for some years—since 1908—the plaintiff first put its “Blue Whirl” 
egg beater on the market in April, 1923, and its “Blue Streak” 
can opener in April, 1924. Kitchen utensils in light blue under the 
name of “Ski-Blue” were in use since 1916. Cups, spoons, ladles, 
dippers and other utensils in blue were on the market since 1910. 

Trade-marks were granted, in which the word “blue” was used 
for kitchen utensils and similar wares, as “Blue Diamond” since 
1901 for hatchets, knives and edged tools, screw drivers and hand 
tools; “Blue Oak” since 1909 on tool handles, cutlery and machin- 
ery; “Blue Ribbon” since 1922 for scrubbing and polishing mops; 
“Blue Line” for cutlery and machinery, since 1915; “Blue Stone” 
since 1899 for enamel ware; “True Blue” since 1896, for knives and 
table cutlery; “Blue Jay” for brooms, dusters and brushes, since 
1906; “Blue Streak” for tools since 1909. The Talpan standard 
egg beater, with a solid blue handle and sold under the name of 
“Blue Girl,’ had been used for two years prior to the trial. 

There is evidence that the defendants experienced inquiries, 
as did other egg beater manufacturers, from time to time, con- 
cerning substitutions, corrections and repairs. They of course, 
involved egg beaters of different colored handles than blue. The 
evidence of confusion of plaintiff's “Blue Whirl” with defendants’ 
“Blue Tip” is very slight. Defendants proved they had never 
received for substitution, correction or repair any “Blue Whirl” or 
“Blue Streak” for “Blue Tip” merchandise. The only evidence is 
one letter addressed to the defendants asking for a “Blue Whirl” 
can opener. This was at once forwarded to the plaintiff and re- 
sulted in a letter from the plaintiff to the defendants and started 
the investigation resulting in this suit. 

The defendants’ egg beater is used with a bowl and has at- 
tached to the handle of the egg beater a large circular disk or 
batter plate which, in operation, constitutes a cover for the bowl. 
This is not found in the plaintiff's device. The carton in which the 
defendants’ egg beater and bowl are packed, is of a different shape 
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and size than the plaintiff's carton. Its appearance is different and 
should not be mistaken for the plaintiff’s carton. There is no 
evidence of confusion in the vending of the egg beater while in the 
box. Defendants’ egg beater has an egg-shaped handle while the 
plaintiff's is a looped handle of metal or what might otherwise be 
called a spade-shaped handle. The defendants do not sell the 
center drive egg beater as does the plaintiff. The plaintiff makes 
it a practice of selling its egg beater in a vending carton on which 
it has its trade-mark, “Blue Whirl,” with a symbol, described as an 
arbitrary symbol appearing as a “Whirl-gig.” 

The defendants’ can opener mechanism differs from the 
plaintiff's. The shape of the metal parts is different. The handle 
of one is white with a blue tip. The handle of the plaintiff's is en- 
tirely blue. The vending box of the plaintiff, which is blue and 
white, is for a large sized can opener. The size of the box and 
general appearance is different from that of the defendants’ car- 
ton. There is no evidence of confusion with the plaintiff's “Blue 
Streak,” as the court below found. 

The evidence of confusion as to the egg beater consists of in- 
cidents, much as where the plaintiff’s salesman went into a store 
in Detroit, Mich., and asked if the storekeeper handled “Blue 
Whirl” egg beaters. The store saleswoman asked if he did not have 
reference to “Blue-Tip.” When he said no, he wanted “Blue 
Whirl,” she went to another counter and produced the “Blue Whirl” 
egg beater. In another case, the same salesman went to a store in 
Binghamton, N. Y., and asked the clerk if she carried “Blue Whirl.” 
She said she did not know where they were but would find them. 
She produced a “Blue Tip” which he purchased and paid for. This 
was an egg beater and bowl. A storekeeper from Port Huron, 
Mich., sent an order for “one dozen household size, Blue Streak 
bowls and beaters” to which the plaintiff replied that he believed 
the purchaser wanted a dozen of the “Blue Whirl” egg beaters 
illustrated in a folder which he enclosed, and stated that bowls 
were not furnished with these beaters, to which the Michigan mer- 
chant replied that they had made a mistake in sending this order; 
that they should have sent it to the A. & J. Mfg. Co., of Bingham- 
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ton, N. Y., for “Blue Tip” beaters and bowls and apologized for 
their error. John Wanamaker, of Philadelphia, sent an order for 
siz dozen large “Blue Whirls” and added, one dozen extra jars only 
for “Blue Tip” egg beater. A storekeeper in Iron Mountain, Mich., 
sold “Blue Whirl” egg beaters and “Blue-Tip” bowls. He ordered 
through the jobber’s salesman by catalogue designation. On one 
occasion, a “Blue-Tip” egg beater and bowl was returned by a cus- 
tomer for repair and this was sent to the plaintiff. There was no 
confusion, however, as explained in his letter. The storekeeper 
did not know the name of the manufacturer, and said: ‘““We are 
anxious to make good and did not know where to send it and 
thought the Turner & Seymour people would be willing to put us 
straight on it and if they did not manufacture it, they would know 
who did.” These are the proofs advanced on the claim of confu- 
sion. 

The decree below rests upon the use of the blue color on the 
handles of the egg beater and on the boxes in which they are 
marketed, and in its trade-mark. But as pointed out, the use of 
blue on tools and other kitchen utensils has long been common prop- 
erty in merchandising. Mere color cannot be appropriated as 
plaintiff attempts to do and has succeeded in doing below. Blue 
boxes have been used steadily by the defendants since 1908, and 
the defendants are now enjoined from using that box by this 
plaintiff's application—who started to use a blue box in 1923. The 
common use of blue colored kitchen utensils sold by other merchants 
as pots, pans and ladles, has been without confusion. 


As to the trade-mark, there is no claim of use or method of us- 
ing the blue color or of arbitrary use of blue as a basis of the trade- 
mark, and there is an absence of proof that the defendants’ “Blue 
Tip” egg beater and bowl may be regarded as an additional line 
of the plaintiff's ware. There is no evidence at all that the de- 
fendants’ egg beater or can opener was offered for sale or repre- 


sented as the egg beater or can opener of the plaintiff by any one. 
The defendants’ purpose in using the blue color and the coined 
words “Blue Tip” is legitimate. The use of this might not induce 
the purchase of plaintiff’s article. 
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Upon this unsatisfactory proof, in view of the related use of 
the blue color in kitchen utensils, it was erroneous to forbid the 
plaintiff's use of blue in its egg beater and box in which it was sold. 

Nor is the trade-mark “Blue Whirl” or “Blue Streak’ in- 
fringed. Both consist of the words and a symbol. The only simi- 
larity is in the syllable “Blue” in the defendants’ trade-mark. But 
the word “Blue” used by both plaintiff and defendants was common 
property and commonly used by manufacturers of kitchen utensils, 
as pointed out. There have been other trade-marks issued where 
the word “Blue” appears. The trade-marks of the plaintiff and 
defendants are not confusingly similar. No ordinary purchaser 
would take one for the other, even in combination with blue. It is 
not necessary for a merchant to so designate his goods that careless 
buyers will know by whom they are made and sold. Sears-Roebuck 
Co. v. Elliott Varnish Co., 232 F. 588 [6 T. M. Rep. 845]; S. R. 
Feil Co. v. John E. Robbins, 220 F. 650 [5 T. M. Rep. 163]; 
Wrisley Co. v. Iowa Soap Co., 122 F. 796. In order to succeed in 
unfair competition, it must appear that deception will be the 
natural and probable result of defendants’ acts. Florence Mfg. Co. 
v. Dowd, 178 F. 73 [1 T. M. Rep. 289]; O’Connell v. Natl. Water 
Co. 161 F. 545; Enterprise Mfg. Co. v. Landers, 131 F. 240. The 
essence of the wrong in unfair competition is that the defendants 
are palming off their goods as the merchandise of another. If the 
defendants so conduct their business as not to palm off their goods 
as those of the plaintiff, the suit fails. Charles Broadway Rouss, 
Inc. v. Winchester Co., 800 F. 706 [14 T. M. Rep. 159]; Auto 
Light Co. v. Prest-O-Lite Co., 264 F. 810 [10 T. M. Rep. 324}. 

Ordinarily colors of themselves cannot be appropriated as 
trade-marks. Smith, Kline §& French Co. v. American Druggists Syn- 
dicate, 273 F. 84 [11 T. M. Rep. 827]; Lalance § Grosjean Mfg. 
Co. v. Natl. Enameling § Stamping Co., 109 F. 317. But color 
which is non-functional and distinctive in a drink as in Coco-Cola 
Co. v. Gay-Ola Co., 200 F. 720 [3 T. M. Rep. 1], or whiskey, as 
in Walker v. Grubman, 222 F. 478 [5 T. M. Rep. 399], may not 
be copied in violation of an established mark and has been held to 
be fraudulent competition. The use of blue by both plaintiff and 
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defendants, which color is common to the trade for kitchen uten- 
sils and for which the plaintiff has no exclusive right, will not be 
protected by injunction so as to afford it a monopoly. Taylor v. 
Bostick, 299 F. 282. As there said: 


“It is a well-settled general rule of law that a trader may not 
monopolize a particular color, that color alone, unaccompanied by any 
distinguishing sign, seal, or symbol, is not sufficient to constitute a trade- 


mark.” 

Where attention by the purchaser of the article will enable him 
to at once distinguish one from the other, a court of equity will not 
interfere. McLean v. Fleming, 96 U. S. 245; Wornova Mfg. Co. v. 
McCawley § Co., 11 F. (2) 465 [16 T. M. Rep. 871]. 

In view of the use of the word “Blue” and the color in the 
trade of manufacturing and marketing kitchen utensils and the 
slight evidence of confusion, if any, there was no basis for an in- 
junction as in restraint of plaintiff's trade-marks. We hold that 
the trade-mark “Blue Tip” does not infringe “Blue Whirl” or 
“Blue Streak.” 

Decree reversed, with costs. 


J. F. Rowrey Co. et at v. Row.ey 


Row ey v. J. F. Rowrey Co. et ax 
(18 F [2d.] 700.) 


United States Circuit Court of Appeals, Third Circuit 


February 15, 1927 
Rehearing denied March 30, 1927. 


Trape-Marxks—Unrair ComMPEeTITION—SaALe or Goons, Goop WILL, AND 

Locat Ricut to Use Name For 10 Years Herp Nor Transrer or 

RicgHt THEREAFTER. 

Maker of artificial legs, in selling certain goods and chattels, 
together with good will of business in certain described territory, and 
by agreeing to allow buyer use of trade-name and right to sell on 
royalty basis for ten years, did not lose exclusive right to name or 
established business location after expiration of term. 

Same—Same—UwnavrTnorizep Use or Name. 

Plaintiff, who acquired right to use trade-name of brother, a maker 

of artificial legs, for ten years, held properly enjoined at expiration 
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of period from using name in manufacturing and selling legs, in busi- 
ness location, or in connection with telephone service, and from using 
brother’s letter-heads and catalogs. 

Same—Same-—-Trape-Names anp Unram CompetiTion—Muisiteapinc Ap- 

VERTISING. 

Plaintiff, who acquired right to use trade-name of brother, who 
made artificial legs, for ten years, held properly enjoined at expiration 
of period from representing that he was manufacturer of artificial 
limbs awarded gold medal at International Exposition of Artificial 
Limbs in London in 1915. 

Same—Same—Ricur To Copy Parr or Bopy. 

In the case at issue, plaintiff, should not be restrained from mak- 
ing leg in imitation of that made by brother, since all artificial legs 
are imitations of human leg, and therefore imitations of each other, 
nor from using his own name in so doing. 

Same—Same. 

Plaintiff, on case at issue, held properly enjoined at expiration of 
period from selling or offering for sale any artificial legs as goods 
made and sold by brother. 

Same—Same—AccountTino. 

Where plaintiff sold artificial legs in unfair competition with 
brother, after expiration of period in which he had right to use 
brother’s trade-name and sell brother’s product, he will not be re- 
quired to account for profits and damages during such period, in view 
of impossibility in determining portion attributable solely to wrongful 
use of name. 


In equity. Appeal from the District Court of the United 
States for the Western District of Pennsylvania. From the decree, 
both parties appeal. Modified and affirmed. 


Thomas M. Benner, Cornelius D. Scully, and Harold K. 
Brooks, all of Pittsburgh, Pa., for J. F. Rowley Co. and 
J. F. Rowley. 

H. F. Stambaugh, Owen S. Cecil, and Watson & Freeman, all 
of Pittsburgh, Pa., for Albert T. Rowley. 


Before Burrineton and Woot ey, Circuit Judges, and Dicx- 
1nsON, District Judge. 


Woot ey, C. J.: These cross-appeals are from one of several 
decrees made from time to time by the District Court of the United 
States for the Western District of Pennsylvania in its attempts 
to adjust the business difficulties of the Rowley family arising out 
of a common desire of its members to engage in like businesses 
under the same name. A recital and discussion of all their doings 
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would result in an opinion as long—and as confusing—as the liti- 
gation itself. Therefore, after a necessary preface, we shall re- 
view the decree paragraph by paragraph, rather then follow the 
many assignments of error, with the object of briefly and definitely 
indicating to the trial court wherein we think its decree should be 
affirmed, modified or reversed. 

About fifty years ago J. F. Rowley engaged in the manufacture 
and sale of artificial legs. He built up a large business and ac- 
quired a valuable good will for his product. In 1904, J. F. Rowley, 
through the J. F. Rowley Company under whose name he was doing 
business, made the mistake of sending his brother, E. H. Rowley, 
to open an agency in Pittsburgh. Trouble followed, the agency 
was terminated, and E. H. Rowley embarked in the artificial leg 
business for himself, describing his product as the “Rowley” leg on 
a claim that he had as much right to give his name to it as his 
brother had to apply his name to his product. The names being 
the same yet the products being different, the J. F. Rowley Com- 
pany, in 1907, instituted suit against E. H. Rowley in the District 
Court to enjoin him from using the name Rowley on his product. 
The trial court, believing that “nothing short of a total prohibition 
of the name Rowley in connection with the manufacture and sale 
of artificial limbs will grant to the complainant that complete pro- 
tection and preservation of its property in its trade-name and good 
will to which it is entitled under the law,” granted an injunction. 
(154 F. 744.) On appeal, this court while it approved the trend of 
the trial court’s action, thought it had gone too far and, though 
alive to the difficulty, remanded the case to that court to find a 
way or develop a formula by which the rights of both parties— 
the right of the plaintiff to keep its product from confusion with 
that of the defendant and the right of the defendant to do business 
under his own name—should be reconciled and preserved. In 
obedience to its mandate, the District Court, on May 17, 1912— 
preceded by contempt proceedings and heated arguments—entered 
a decree that if E. H. Rowley should sell artificial legs bearing his 
name he must stamp on them the following explanation: “Distinct 
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from and having no connection whatever with the J. F. Rowley 
Company.” [2 T. M. Rep. 261]. 

Peace prevailed until February 13, 1915, when J. F. Rowley, 
through the J. F. Rowley Company, planted more seeds of trouble 
by causing his company to enter into two contracts with Albert T. 
Rowley (another brother) and Dwight C. Gregory. The first was 
a bill of sale by which the company sold to Albert and his associate 
certain goods and chattels “together with the good will of the busi- 
ness in the territory’’ about Pittsburgh as described, subject to the 
leasehold liability on premises known as the third floor of 627 
Smithfield Street, Pittsburgh, Pennsylvania. The second was a 
contract between the company and the same parties, containing a 
cross-reference to the bill of sale, whereby, further defining their 
business relations, they agreed that the company allow Albert and 
his associate the use of its trade-name, that it grant them the right 
to manufacture the Rowley leg, with the right and duty on their part 
to purchase the patented parts from the company, and to sell their 
product in the described territory from the designated salesroom on 
Smithfield Street in consideration of a royalty of 10 per cent. on 
gross sales, the life of the contract being expressly limited to ten 
years. 

Gregory withdrew and the business was conducted by Albert 
T. Rowley alone. Before the expiration of the term trouble arose. 
The Rowley Company acquired a new lease of the valuable trade 
premises over the head of Albert; and Albert, in order to estab- 
lish a business site for himself before the expiration of the agree- 
ments, moved to new quarters at 725 Liberty Street, Pittsburg. 
After the expiration of the agreements Albert continued in the 
artificial leg business. Confusion of mail between the parties and 
confusion of business representations ensued with the result that 
Albert T. Rowley, following other litigation not here relevant, filed 
a bill in the District Court charging the J. F. Rowley Company 
and J. F. Rowley with much wrong doing. First claiming a con- 
tinued and exclusive ownership in the good will of the business of 
the J. F. Rowley Company conducted in the Pittsburgh district 
and the right to use its name by virtue of the first contract of 
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February 13, 1915, he prayed an injunction restraining the com- 
pany from doing business at the Smithfield Street address in Pitts- 
burgh or at any other place in the described territory; from inter- 
fering with him in his business conducted under the name of the 
J. F. Rowley Company in that territory; from demanding and re- 
ceiving any mail addressed to the J. F. Rowley Company in Pitts- 
burgh, Pennsylvania, or in Youngstown, Ohio, where he maintained 
an agency; from writing letters or sending circulars soliciting 
orders for artificial legs in the district; and generally from doing 
anything harmful to him or to his business conducted under the 
company name. The court entered the decree here on appeal 
comprising about a dozen paragraphs which we shall take up and 
dispose of seriatim. Of these the following is: 


“First. The bill of complaint is dismissed, except that pending final 
disposition of all matters at variance between the parties growing out of 
the plaintiff's use of the name ‘the J. F. Rowley Company,’ the court will 
retain jurisdiction.” 

This in effect is a holding against Albert T. Rowley’s conten- 
tion that in acquiring the tangible assets and good will of the 
J. F. Rowley Company through the cited contracts he acquired for 
all time the exclusive right to use the name the J. F. Rowley Com- 
pany in the described territory. We are of opinion that the two 
agreements were intended to be and were parts of one transaction 
and that as they in words limited the plaintiff’s right to the use 
of the company’s name to a period of ten years, the plaintiff's 
right ended with the ending of the term. 

The same reasoning applies to Albert T. Rowley’s claim to 
the exclusive right to the established business location of the J. F. 
Rowley Company at 627 Smithfield Street at Pittsburgh, Pa. 

The first paragraph of the decree is affirmed. 

The second paragraph of the decree has many subdivisions 
and begins thus: 


“Second. The plaintiff, Albert T. Rowley, his servants, agents, rep- 
resentatives and employees, are hereby perpetually restrained and enjoined: 

“(a) From using the name ‘the J. F. Rowley Company’ in any manner 
or respect whatsoever in the manufacture and sale of artificial legs. 

“(b) From using the name ‘the J. F. Rowley Company’ anywhere 
within or upon the premises at No. 725 Liberty Avenue, Pittsburgh, 
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Pennsylvania; or at No. 339 West Federal Street, Youngstown, Ohio; or 
at any other place of business established or maintained by him. 

“(c) From using the name ‘the J. F. Rowley Company’ in connection 
with telephone service in Pittsburgh, Pennsylvania; Youngstown, Ohio; 
and elsewhere.” 

These restraining provisions are but corollaries of the finding 
in the first paragraph that the plaintiff has no longer a right to 
the use of the company’s name, and, when read in connection with 
what we shall say under paragraph (h), they are affirmed. 

That the plaintiff be enjoined: 


“(d) From accepting, receiving, or retaining any mail addressed to 
the J. F. Rowley Company, and from interfering with the delivery of the 
said mail to said company through the regular channels of mail delivery, 
except that plaintiff may continue to receive and open mail addressed to 
No. 725 Liberty Street, Pittsburgh, and retain the same and enclosures, if 
from any customers of plaintiff of a date prior to February 13, 1925.” 

Each party claims the right to all mail bearing the name “the 
J. F. Rowley Company,’ whether addressed to the defendants’ 
Smithfield Street place of business, to the plaintiff’s Liberty Street 
place of business, or generally to Pittsburgh, Pennsylvania. The 
address of each party may be a legitimate address to which mail 
bearing the company name can be properly addressed and received. 
Albert is entitled to his custom built up under the company name 
when the contracts were in force. It is possible that, in the situation, 
confusion may occur, but as both parties contributed to it by their 
contracts they must share the consequences. Construing the para- 
graph as denying Albert the right to mail directed to the company 
and addressed to the City of Pittsburgh without street and num- 
ber, and as limiting his right to mail from old customers addressed 
to his place of business at 725 Liberty Street, we believe the learned 
trial judge solved this problem as fairly as it can be solved. Para- 
graph (d) is affirmed. 

That the plaintiff be enjoined: 


“(e) From using the letter-heads or copies thereof, and the cable 
address of the defendant company. 

“(f) From representing that he is the manufacturer and seller of the 
artificial limbs which were awarded the Gold Medal at the International 
Exposition of Artificial Limbs in London, in 1915. 

“(g) From the use of any of the J. F. Rowley Company’s catalogues, 
literature, or letters, the cuts, photographs, drawings, and written contexts 
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therein and thereon, in the advertisement of, solicitation of orders for, or 
sale of any artificial leg.” 

These provisions are but legal consequences of the court’s 
first finding, and are affirmed. 

That the plaintiff be enjoined: 


“(h) From the use of the name ‘Rowley,’ either alone or in combina- 
tion with other words or letters, to designate any artificial leg or legs 
hereafter manufactured or offered for sale or sold by him, except that in 
that connection the plaintiff may use the name ‘Albert T. Rowley’ or 
‘Albert T. Rowley Company.’” 

The controversy reached its highest temperature on this para- 
graph and the next. 

There can be no doubt that one other than the J. F. Rowley 
Company may make and sell artificial legs. This was decided by 
both courts in the first Rowley case. 154 F. 744; 161 F. 94. It 
was also there decided that no one but the J. F. Rowley Company 
can make and sell a “Rowley” leg and that any one bearing that 
name who should embark in the artificial leg business must, for the 
protection of the public against confusion as well as for the pro- 
tection of the company’s property rights, clearly distinguish his 
legs from those made by and bearing the stamp of the J. F. Rowley 
Company. So the cited decision was not only the law of that case 
but it has become the law of the Rowley leg. The Rowley leg is 
a fact. It is a single thing known to the world; there cannot be two 
such things. Albert, though his surname be Rowley, cannot manu- 
facture and sell a leg which his brother started to manufacture and 
sell half a century ago and to which, through merit, he has given a 
name of distinctive meaning and world-wide recognition. Albert 
may manufacture legs, and if he persist in the business—as he has 
a right to do—he must do it in a way that will unmistakably dis- 
tinguish the legs of his manufacture from those of the manufacture 
of his brother. This, we think, should be done in the way deter- 
mined and adjudged in the first Rowley case, namely; by stamping 
on his product the formula: “Distinct from and having no connec- 
tion whatever with the J. F. Rowley Company.” When modified in 
this respect, paragraph (h) is affirmed. 

Further addressing itself to this paragraph, the defendants 
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maintain that the learned trial judge erred in not including in it 
an order enjoining Albert from making and selling artificial legs 
“in imitation of the legs made and sold by the defendant company, 
in which the dress, covering and appearance of the finished products 
is so close an imitation of the “Rowley leg as to be likely to deceive 
the public or prospective purchasers.” 

Such a provision in the paragraph would only be a match with 
which to start a new fire. Moreover, such a provision would in the 
nature of things be difficult, if not impossible, to formulate fairly. 
All artificial legs evidently are made in the semblance of natural 
legs, in color, shape and contour. If all artificial legs are made 
in imitation of natural legs, then, paraphrasing the geometrical 
proposition, it follows that two artificial legs which resemble a 
natural leg must resemble each other, and the position of the de- 
fendants, if sustained, would make it impossible for Albert to make 
a leg in imitation of a human leg without at the same time imitating 
the Rowley leg. We think the court, by paragraph (j) gave the 
defendants complete protection. 

That the plaintiff be enjoined: 


“(i) From using the name ‘Rowley’ either alone or in combination 
with other words or letters, to designate the name, ownership, or manage- 
ment of the business of the plaintiff in manufacturing, soliciting orders 
for, or selling artificial legs, except that the plaintiff may use in that con- 
nection the name ‘Albert T. Rowley’ or ‘Albert T. Rowley Company.’” 

The defendants vigorously oppose the right which the court 
by this paragraph has given Albert to engage in the artificial leg 
business under his own name or through a company bearing his 
name. They then recede from this position and say that, in any 
event, Albert should accompany his trade-name with words similar 
to those now required to be stamped on the leg whereby his name 
can always be distinguished from that of the defendant company. 
In this connection we return to the first Rowley Case (161 F. 94), 
in which this court held that the other brother of J. F. Rowley, 
there a party, “has a right to carry on the business of manufactur- 
ing artificial limbs in his own name, and, though the abuse of that 
right must be prevented, its exercise should not be absolutely pro- 
hibited,” basing its ruling by express citation on the law of Singer 
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Mfg. Co. v. June Mfg. Co., 168 U. S. 169, 16 S. Ct. 1002, 41 L. 
Ed. 118; Herring-Hall-Marvin Safe Co. v. Hall Safe Co., 208 U. S. 
554, 28 S. Ct. 850, 52 L. Ed. 616, and substantially on the law later 
announced in Waterman Pen Co. v. Modern Pen Co., 235 U. S. 88, 
35 S. Ct. 91,59 L. Ed. 142 [5 T. M. Rep. 1]. The same thought ap- 
plies to Albert T. Rowley. 

Paragraph (i) is affirmed. 

That the plaintiff be enjoined: 


“(j) From selling, or offering for sale, any artificial legs as goods 
made and sold by the defendant company.” 


This paragraph is so obviously right that it is affirmed without 
comment. 


The defendants charge error to the court for refusing to in- 
clude in its decree an order that Albert account for profits and 
damages during the period covered by his unfair competition. In 
refusing an accounting the learned trial judge evidently acted on 
the theory that Albert had bought and paid for the good will of 
the defendant company in the Pittsburgh district and at the same 
time he had acquired the right there to do business for ten years 


under its name. This being true, Albert surely is entitled to all 
business attributable to the good will which he had bought and paid 
for as well as to that attributable to the good will which he him- 
self had built up when he was acting under the name 
of the defendant company with its consent during the 
contract period. Therefore it would seem that all custom which 
came to him after February 13, 1925 (the date of the ending of 
the contract), attributable to the good will bought and to the good 
will earned, would be his of right and it would be difficult, if not 
impossible, to determine the portion that would be attributable 
solely to his wrongful use of the name “Rowley” during the period 
between the termination of the contract and the rendering of the 
decree. When a situation is presented which shows an impossibil- 
ity of an accounting, courts have done as this court did in Rosenberg 
Bros. & Co. v. Elliott, 7 F. (2d) 962 [15 T. M. Rep. 479], where 
we said: “The case is peculiarly one where such damage as has oc- 
curred is incapable of computation. We see no reasonable prob- 
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ability that any substantial damages could be proved and reduced 
to dollars with that degree of accuracy which is essential.” And 
so here we think the court very properly refused an accounting. 

And finally, the defendants maintain that as the court formally 
dismissed the plaintiff's bill of complaint and thereby nullified it, 
it was without jurisdiction to grant the plaintiff affirmative relief 
in allowing him to use his own name as a trade-name in his business. 

It should be observed that the court retained jurisdiction to 
do what it did. Moreover, it did not dismiss the cross-bill. If we 
had any doubt about the matter, we should quiet it once and for 
all by denying the defendant company the relief which the court 
granted it unless it agreed to the relief the court granted the plain- 
tiff. 

The decree when modified as indicated is affirmed with two- 
thirds of the costs in this court on appeal to be taxed against Al- 
bert T. Rowley and one-third thereof to be taxed against the J. F. 
Rowley Company and J. F. Rowley. 


Mopern Cap MANvuFACTURING CoMPANY Vv. Franx Katz Har 
Company, INc. 


United States District Court, Southern District of New York 


March 29, 1927 


TrapE-Marks—“Society”—on Hartrs—-Mark 1x Common Use ReEstricrep 
to Actruat Goons. 

Although complainant was first to adopt the words “Society 
Brand” as a trade-mark for hats, but did not put out felt hats under 
the mark until the year 1925, it could not, because of such use, enjoin 
the defendant from the use of the words “Society Club” on felt hats, 
begun three years previous; moreover, complainant was enjoined from 
using the word “Society” on felt hats. 

Same—Same—Same—LimiraTion oF Use. 

A mark, like that in issue, which has been registered scores of 
times, must be limited to the species of goods to which it was first 
applied, and it cannot be extended to all goods sold by owner of mark 
or even to all goods of the genus, if the latter embraces non-competi- 

tive groups. 
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In equity. Suit to enjoin alleged infringement in use of mark 
on felt hats. Bill dismissed and injunction granted on defendant's 
cross bill. 


Archibald Cox (Ralph Kalisch, of counsel), both of New 
York City, for complainant. 

Levisohn, Niner & Levisohn (Edwin Levisohn, of counsel), 
all of New York City, for defendant. 


Avueustus N. Hanp, D. J.: The complainant sold cloth hats 
and caps under the trade-mark, “Society Brand” and registered the 
trade-mark, ‘Society,’ in 1921. The application for registration 
contained the representation that the applicant had used the word, 
“Society,” in connection “with children’s, men’s, and boys’ cloth 
hats and caps, also straws and felts for men, women and children.” 

As a matter of fact the mark was not used at that time on 
either straws or felt hats and no felt hats were put out by complain- 
ant until about the beginning of 1925. The defendant made and 
sold fur felt hats from the early part of 1922 under the trade-mark 
“Society Club” and has built up a business in such hats now aggre- 
gating $1,000,000 per annum. The cloth hat business to which 
complainant first and until 1925 applied the mark “Society Brand”’ 
was a business in relatively cheap sport hats. 

The word, “Society,” has been applied as a trade-mark to nu- 
merous kinds of merchandise from soap to clothing, but there is no 
convincing proof that it was ever applied to hats before complain- 
ant used it. It is manifestly not a fanciful word but somewhat de- 
scriptive and naturally indicates that the article to which it is 
applied is in vogue and has superior attractions for the trade. Such 
a word registered score of times must be limited to the species of 
goods to which it was applied when it was chosen as a mark. It 
cannot be extended to all goods sold by the owner of the mark 
or even to all goods of the genus hat in which he deals if that 
genus embraces non-competitive groups. 

Now felt hats in structure, composition (which is rabbit fur) 
and price are wholly different from stitched cloth hats made of 
piece goods and the two kinds of hats do not compete with one an- 
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other. If the trade-mark were fanciful and commercially un- 
known, I should not hesitate to hold that complainant had estab- 
lished a prior right to prevent its use on any hats. Here, however, 
the complainant, after defendant has built up a large business by 
three years of work and of expensive advertising under the mark 
“Society Club,” seeks to secure the advantage of that advertising 
by entering the field of fur felt hats in 1925. 

I can see no substantial distinction between the facts of this 
case and those in France Milling Co. v. Washburn-Crosby Co., 7 
Fed. (2nd) 304 [15 T. M. Rep. 185]. There were the closely 
related commodities of pancake and wheat flour. 

Yet the Court of Appeals of this Circuit held that the France 
Milling Company could use the trade-mark, “Gold Medal” on pan- 
cake flour though the Washburn-Crosby Company had used it on 
wheat flour many years prior and could restrain the Washburn- 
Crosby Company from using its old mark on an extended business 
in pancake flour undertaken subsequent to that of the France Mill- 
ing Company. See also Pabst Brewing Co. v. Decatur Brewing Co., 
284 Fed. 110 [18 T. M. Rep. 1]. 

The case of Anheuser Busch v. Budweiser Malt Products 
Corp., 395 Fed. 806 [13 T. M. Rep. 198], is not in point, because 
the word “Budweiser” in that case had not, as the word “Society” 
here, been registered or used in connection with many products. It 
was, therefore, given a wider scope than that embraced in the regis- 
trant’s use. 

A decree is granted dismising the bill of complaint and grant- 
ing an injunction upon defendant’s cross bill or counterclaim to 
prevent the use by the complainant of the mark, “Society,” in con- 
nection with fur felt hats. 
Settle decree on notice. 
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Joun L. Wuittnc—J. J. Apams Co. v. Apams— 


Wurrte Brusu Co. et At. 
(156 N. E. 880) 


Supreme Judicial Court of Massachusetts 
May 24, 1927 


Trape-Marxs aND TrapE-Names—Unrair Competition—‘ApdAms-W HITE 
Brush Company” on Rorary Brusn Soto Tanners Hetp Nor 
INFRINGEMENT OF “Apams” and “Wuittnc” Usep on OTHER 
BrvsHEs. 

Trade-marks “Adams” and “Whiting,” used by plaintiffs on 
brushes of various kinds, principally brushes used by painters, held, 
under G. L. c. 155, § 9, not infringed by defendant’s use of trade-mark 
“Adams-White Brush Company,” used on a rotary brush sold only to 
tanners and leather manufacturers. 

Same—SameE—TEst or INFRINGEMENT. 


Similarity of names must be such as to mislead a person of average 
intelligence, to constitute violation of G. L. c. 155, § 9. 


In equity. From a decree for defendants, plaintiff appeals. 
Affirmed. 


F. O. White, of Boston, Mass., and R. C. Rounds, of Cam- 
bridge, Mass., for appellant. 
S. Maylor, Jr., of Boston, Mass., for appellees. 


Carroti, J.: In this bill in equity the plaintiff sought to 
restrain the defendant corporation (hereafter called the defend- 
ant) from manufacturing or selling brushes under the name of 
“Adams-White Brush Company,” or any other name so similar to 
the plaintiff's as to confuse the public, and from infringing on the 
trade-marks “Adams” and “Whiting,” belonging to the plaintiff. 

Two men, whose surnames were Whiting and Adams, for many 
years carried on the businesses of brush making in Boston. The 
firms established by them were continued by surviving members of 
their families. In the year 1908 the two firms formed a corporation 
under the laws of Maine and adopted the name of the present 
plaintiff. Later this corporation was succeeded by a Massachusetts 
corporation of the same name. The plaintiff manufactures brushes 
designated as “Whiting” brushes and “Adams” brushes, and has 
trade-marks “Whiting” and “Adams.” The brushes are labeled 
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“Whiting” or “Adams.” While the plaintiff’s principal output is 
brushes used by painters, it also manufactures dusters, shoe brushes, 
hair brushes, and brushes of many classes and varieties. The paint 
brushes are of many types, which the trade call for by designating 
the surnames “Whiting” or “Adams.” The paint brushes are car- 
ried in stock; the other brushes are made on order. 

The Adams-White Brush Company was incorporated on July 
28, 1925. It was formed by Joseph Adams, James C. White, and 
Millins W. Prouty. For several years prior to this date Joseph 
Adams conducted a general brush business in Boston, catering 
especially to tanners and leather manufacturers. The family name 
of Adams was Adamsky. Adams is 50 years of age. Before he 
was 21 years old, while working in London, he was known by the 
name of Adams. Since that time he has always been known by that 
name. He was naturalized in 1895 under the name of Adams. 
The master found that in adopting the name Adams he had no 
fraudulent design to pass himself off as the plaintiff or to palm 
off his wares as those of the plaintiff. In 1922 he obtained a patent 
for a rotary brush under the name of Adams. With White and 
Prouty he formed the defendant corporation. Adams and Prouty 
were the holders of the stock; White was an employee of the cor- 
poration. Prouty promised White some of his (Prouty’s) stock ‘‘as 
a means of stimulating White’s enthusiasm.’”” White agreed to be- 
come “a qualifying stockholder” and consented to the use of his 
name. When the defendant corporation was formed, the question 
arose of the similarity of the proposed name and that of the plain- 
tiff. The advice of counsel was that the name selected did not 
conflict with the name of the plaintiff corporation. The master 
also found that the use of the name “White” was not prompted by 
any desire on the part of White or the defendant to deprive the 
plaintiff of its patronage. 

The plaintiff contends that the use of the defendant’s name 
is in violation of G. L. c. 155, § 9; that the name Adams-White 
Brush Company is so similar to that of the plaintiff as to be mis- 
taken for it; that the similarity of the name and business is such 
that a reasonably prudent person interested in the brush business 
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would be likely to mistake the defendant corporation and its goods 
for the plaintiff and its goods. On this question the master found 
that the defendant’s name was not so similar to that of the plaintiff 
as to be mistaken for it. He was unable to find “that the type, 
context, or other visual features of the names as they appear to 
the public are or pretend to be similar in the slightest degree.” 
The business of the plaintiff is done at wholesale and is na- 
tional in scope. The copyright name, “Whiting” or “Adams,” as 
the case may be, is impressed on its brushes; the plaintiff thus main- 
taining the distinction of the two names. The labels for the car- 
tons in which the brushes are packed contain the designation “‘Whit- 
ing” or, “Adams,” supplemented by the statement, “manufactured 


by John L. Whiting-J. J. Adams Co., Boston, U.S. A.” The plain- 
tiff’s products are best known through the variety and excellence 
of its paint brushes. The other brushes made by it constitute but 
a small part of its output, but its reputation as a paint brush man- 
ufacturer is helpful to it in acquiring patronage for brushes not 
used by painters. 

The rotary brush manufactured by the defendant is adapted 


to the use of tanners and leather manufacturers. The defendant’s 
business is the promotion of a market for this brush and its present 
policy is to confine its whole energy to this enterprise. The plain- 
tiff has no product which resembles the rotary brush or accomplishes 
its purpose and it has no appreciable trade with tanners and leather 
manufacturers. Certain instrumentalities used by the defendant 
in making the rotary brush are common to all brush makers, but 
the master found that the products of the defendant differ in 
shape, design, appearance and purpose from those of the plaintiff; 
that so far as the goods made by the defendant are concerned, the 
two companies are “to all intents and purposes in different lines 
of business.” 

An officer of the defendant testified before the master that, 
while it was not the defendant’s intention to engage in the gen- 
eral brush business, it was a possibility. In considering this testi- 
mony the master found that there was no basis for apprehending 
that the plaintiff and defendant are or will be competitors, that 
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they do not look for the same class of patronage, and that their 
products are not similar in quality or kind. There was some 
evidence that letters were addressed to the plaintiff by the two 
family names, with or without the word, “company,” and “with or 
without the given names of Whiting or Adams,” and in various other 
ways. All of these letters, however, reached their intended destina- 
tion; none of them came to the defendant and none of its letters 
went to the plaintiff. 

Since the commencement of the suit, Adams has disposed of his 
stock in the defendant corporation, and is no longer connected with 
it, and no one of that name is now a member of the defendant cor- 
poration. Adams withdrew because of disagreements with Prouty. 

In the superior court a final decree was entered dismissing the 
bill. The plaintiff appealed. 

G. L. c. 155, § 9, is to the effect that a corporation organized 
under the general laws shall not assume the name of any other 
corporation established under the laws of the commonwealth, or 
assume a name so similar thereto as to be likely to be mistaken 
for it. The master has found that no reasonably prudent person 
would confuse the defendant’s name with that of the plaintiff; that 
the defendant’s name is not so similar to the plaintiff’s as to be 
mistaken for it. There was no error in these findings. There is in 
fact no such identity or likeness in the two names as to deceive one 
of ordinary prudence or to justify the interference of a court of 
equity. Under the statute the similarity of the names must be such 
as to mislead a person of average intelligence. The names of the 
plaintiff and defendant are different, and they are not so similar as 
to confuse an ordinary observer where slight attention would enable 
him to discriminate between them. Hub Dress Mfg. Co. v. Rotten- 
berg, 287 Mass. 281, 129 N. E. 442 [11 T. M. Rep. 100]; Walling- 
ford v. International Mfg. Co., 244 Mass. 477, 188 N. E. 882 [13 
T. M. Rep. 285]; New England Confectionery Co. v. C. A. Briggs 
Co., 256 Mass. 456, 152 N. E. 712 [16 T. M. Rep. 426]. 

The master found that the defendant was not attempting to 
pass itself off as the plaintiff or to pass off its goods as the plain- 
tiff’s goods. The defendant was not a rival of the plaintiff. The 
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products of the two concerns were different. The rotary brush, in 
the sale and manufacture of which the defendant specialized, did 
not compete with the paint brushes or products of the plaintiff. 
Actual or probable deception of the public, to the plaintiff’s harm, 
because of unfair trade competition is the basis of the plaintiff's 
suit. Upon the findings of the master there was nothing to sup- 
port this contention. No one was in fact misled, nor was the aver- 
age person likely to be misled. The defendant dealt in products 
not manufactured by the plaintiff; there is no likelihood in the 
future that it will compete with the plaintiff. Wallingford v. Inter- 
national Mfg. Co., supra, and cases cited. 

The trade-marks “Adams” and “Whiting” were not infringed 
by the defendant’s use of its corporate name. As we have said, a 
rational observer would not be misled and the defendant was not a 
rival of the plaintiff. International Trust Co. v. International 
Loan & Trust Co., 153 Mass. 271, 26 N. E. 698, 10 L. R. A. 758; 
C. A. Briggs Co. v. National Wafer Co., 215 Mass. 100, 102 N. E. 
87, Ann. Cas. 1914C, 926 [3 T. M. Rep. 323]; Burns v. William J. 
Burns International Detective Agency, Inc., 235 Mass. 553, 127 
N. E. 884 [10 T. M. Rep. 331]; Hub Dress Mfg. Co. v. Rotten- 
berg, supra; Libby, McNeill §& Libby v. Libby, 241 Mass. 2389, 135 
N. E. 120 [12 T. M. Rep. 205]; Wallingford v. International Mfg. 
Co., supra; New England Confectionery Co. v. C. A. Briggs Co. 
supra. 

There was no fraud or deception practiced by the defend- 
ant or by Adams in the use of his name. The bill was dismissed 
properly. 

Decree affirmed with costs. 
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Weiss ET AL V. TUCKER ET AL 
(222 N. Y. S. 487) 


New York Supreme Court, Special Term, New York County 
May 19, 1927 


Trape-Marks—Unrair CoMPETITION—SIMILARITY, AND NOT IpENTITY, TRUE 

Test oF INFRINGEMENT. 

Similarity, and not identity, is the true test of infringement of a 
trade-mark; the general principle being that imitation should be the 
same to the eye, or should sound the same to the ear. 

Same—Same—UseE or Dirrrrent Printine Sry te. 

That defendants, in using a trade-name imitating plaintiff’s regis- 
tered trade-mark, use a different style of printing, does not necessarily 
relieve them from being restrained from such use. 

Same—Same—Prior User or Name Entittep to Excuusive Use. 

Prior user of trade-name is entitled to be protected in his exclusive 
use thereof against use of deceptively similar trade-name by another, 
even if such use is in good faith. 

Same—Same—Trave-Name “Lirtte Darirnc Hat Company,’ HeEtp to 

Inrrince “Lirrte Miss Dotty Hat Company.” 

Plaintiff, manufacturer of women’s and children’s hats under the 
registered trade-mark “Little Darling Hat Company,” held entitled to 
enjoin use by defendant, engaged in similar business, of trade-name 
“Little Miss Dolly Hat Company,” notwithstanding pictures used by 
parties in connection with such names were different. 


In equity. On plaintiff's motion for injunction pendente lite 
to restrain defendants from continuing to do business under the 
name of “Little Miss Dolly Hat Company,” on the ground that it 
infringes on plaintiff's name of “Little Darling Hat Company.” 
Motion granted. 


Meyer Alterman, of New York City, for plaintiffs. 
Burnstine & Geist, of New York City, for defendants. 


Levy, J.: This is a motion for an injunction pendente lite to 
restrain the defendants from continuing to do business under the 
name of “Little Miss Dolly Hat Company,’ on the ground that 
it infringes upon plaintiff's name of “Little Darling Hat Com- 
pany.” Both parties are in the business of manufacturing women’s 
and children’s hats in the city of New York, and the names of the 
respective concerns are registered in the county clerk’s office; but 
plaintiffs began to employ the name in 1921, while defendants 


adopted their designation in 1925. Plaintiffs, moreover, registered 
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their trade-mark in the United States Patent Office in 1924. The 
respective places of business are located within the immediate 
vicinity of each other, but there is no particular significance in 
this because there is a well-defined locality in which the millinery 
industry is situated. 

A comparison of the two trade-names indicates a great similar- 
ity, and there is concrete evidence of confusion; a number of letters 
addressed to the plaintiffs having been delivered to the defend- 
ants. As to the similarity of the trade-marks, the general principle 
is that the imitation should be the same to the eye, or should sound 
the same to the ear, but similarity, not identity, is the true test. 
Falk v. American West Indies Trading Co., 36 Misc. Rep. 376, 
73 N. Y. S. 547; 71 App. Div. 320, 75 N. Y. S. 964, appeal dis- 
missed 171 N. Y. 679, 64 N. E. 1120. Resemblance here is very 
striking to the ear, even though the eye may find marked differences. 

There would be little difficulty in deciding the question, if the 
case hinged about the infringement of a trade-mark. On this phase 
the facts are very meager, but a fair inference from the exhibits is 
that defendants use as their trade-mark the picture of a young 
girl, with the legend, “Little Miss Dolly Hats,” while plaintiffs have 
a different picture, and generally without any name or phrase ac- 
companying it. Assuming that the plaintiffs employ their trade- 
name upon their wares, they would be entitled to restrain the imita- 
tion. The mere fact that the defendants are using it in a different 
style of printing would not necessarily relieve them. As is said in 
Hier v. Abrahams, 82 N. Y. 519, at page 524 (87 Am. Rep. 589): 


“The goods become known by the name or word by which they have 
been designated, and not merely by the manner or fashion in which the 
word is written or printed, or the accessories surrounding it, and the un- 
lawful use of the name or word in any form may be restrained.” 

It does not appear, however, from the papers before me, that 
defendants have been guilty of such infringement. The question 
then resolves itself into one of unfair competition—whether the use 
by the defendants of a trade-name which closely resembles that of 
plaintiffs, so as to give rise to likelihood of confusion in the trade, 
will be enjoined. It should be said that while there is some evi- 
dence of actual confusion, such as the misdirection of mail, there 
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is no clear proof that defendants have willfully contributed to this; 
on the contrary, they have caused to be redirected the mail received 
by them which was intended for the plaintiffs. 

However, the fact remains that there has been some difficulty 
in this direction, and the party entitled to the prior use of the name 
should receive some measure of protection, even though it will be 
conceded that defendants have acted in good faith. In Ball v. 
Broadway Bazaar, 194 N. Y. 429, 87 N. E. 674, the doctrine is 
reiterated, that exclusive trade-names are protected very much upon 
the same principle as trade-marks. In speaking for the court in 
that case, at page 435 (87 N. E. 675), Judge Werner said: 


“A trade-name relates to a business and its good will rather than a 
vendible commodity. Brown on Trade-Marks, § 91; Sebastian’s Law of 
Trade-Marks, p. 16. There are doubtless many instances in which the same 
signs, marks, symbols, etc., may serve both as trade-marks and trade- 
names. * * * The case is one * * * involving the * * * infringement 
of plaintiff's trade-name, as distinguished from his trade-mark, and, con- 
sidering it in that aspect, the ultimate question is whether the findings of 
fact entitle the plaintiff to the judgment which the trial court rendered, or 
to any judgment whatever. Although we agree with the learned Appellate 
Division in recognizing the technical distinction between trade-marks and 
trade-names, we think the same fundamental principles of law and equity 
are applicable to both. ‘All such cases, whether of trade-mark or trade- 
name, or other unfair use of another’s reputation, are concerned with an in- 
jurious attack upon the good will of a rival business, customers are diverted 
from one trader to another, and orders intended for one find their way 
to the other.” Sebastian on the Law of Trade-Marks, p. 17.” 


Since plaintiffs would be entitled to an injunction restrain- 
ing the infringement of their trade-mark, they should also be pro- 
tected in the exclusive right to their trade-name. The point urged, 
that they have been guilty of laches in pursuing their rights, is not 
very convincing. The delay in moving after the discovery of the 
infringement has been comparatively brief, and no acquiescence can 
be spelled out therefrom. 

The motion is granted. Settle order, at which time may be 
suggested the amount of the undertaking to be furnished by 
plaintiffs. 
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Tue Jutian GotpMAN Stores, Inc., v. Davin H. MitcHetyi 
AND ANOTHER 


New York Supreme Court, Chemung County 


December 23, 1925 


Unrarm CompetTition—EMPLOYMENT BY COMPETITOR. 

An injunction pendente lite will be denied in an action by the 
owner of chain stores to restrain the defendant from entering the 
employ of a competitor, since it appears that, while the defendant was 
employed by the plaintiff under a contract which provided that defend- 
ant would not divulge any business methods or trade secrets and would 
not enter the employ of a competitor for five years after the termina- 
tion of defendant’s services, the defendant was employed by a com- 
petitor as a branch manager; that there were no trade secrets or 
secret formulas which defendant could reveal; that the defendant’s 
services are not unique; and that the defendant did not enter the em- 
ploy of plaintiff's competitor in the same city in which he worked for 
the plaintiff as branch manager. 

In equity. Application by plaintiff for an injunction pendente 
lite, the motion having been brought on by an order to show cause 
why the acts complained of should not be enjoined pending the 


determination of the motion. Denied. 


Henry, Denton & McCann, for plaintiff. 
Gibbony § Miller (Stanchfield, Collin, Lovell § Sayles of 
counsel), for the defendant. 


Ruopes, J.: Plaintiff operates a series of chain stores en- 
gaged in selling men’s and women’s wearing apparel, and has a 
store in the city of Elmira, N. Y., and another store at Greensburgh, 
Pa. The F. S. Fashion Stores, Inc., conducts a similar line of 
business and also has a store at Greensburgh, Pa., at the city of 
Elmira, N. Y., and at other places, the nature of the business being 
such that the stores of plaintiff and the stores of the F. S. Fashion 
Stores, Inc., are competitors. For convenience the last named 
concern will be referred to hereinafter as the Fashion Stores. The 
action is in form against the defendant Mitchell and said Fashion 
Stores, but service of the summons and complaint has not been 
made upon the said Fashion Stores and the plaintiff does not desire 
to prosecute the action against that party, so that the only de- 
fendant is said Mitchell. 
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The defendant was employed by the plaintiff in its store at 
Greensburgh, Pa., from the year 1922 and until on or about the 
10th day of November 1925. Plaintiff claims that about the 24th 
day of June, 1925, it entered into a contract in writing with 
the defendant relative to defendant’s employment by plaintiff, 
whereby the defendant was employed as a branch manager, and 
in consideration thereof agreed that he would not engage in any 
other business while in the employ of plaintiff, and that upon the 
termination of his employment he would not divulge any of the 
business methods or trade secrets of the plaintiff or any informa- 
tion with respect to the business thereof which he had received while 
in the employ of plaintiff; ‘and also that upon the termination 
of his employment by the party of the first part (plaintiff), for 
whatever cause, he will not for a period of five years thereafter 
accept any employment from, or in any way become affiliated or 
connected with, either directly or indirectly, or in any way become 
financially interested either directly or indirectly in any business 
or store in the same city or cities in the United States in which 
the party of the first part owns or operates a store * * *,” 

After the 10th of November, 1925, the defendant tendered his 
resignation to plaintiff, which resignation was accepted, and im- 
mediately left plaintiff's employ and thereafter entered into the 
employ of said Fashion Stores as general manager in its store in 
Elmira, N. Y. It appears that defendant was never employed in 
one of the Fashion Stores in Greensburgh, Pa. 

Plaintiff is not seeking to compel defendant to work for it; in 
fact it appears that the plaintiff does not desire defendant’s 
services. Neither does plaintiff insist that it has any trade secrets, 
in the sense of secret formulas, which the defendant could reveal. 
Plaintiff's contention is, however, that the defendant having been 
branch manager of plaintiff's store at Greensburgh, Pa., neces- 
sarily became familiar with its business and the conduct thereof; 
that by entering into the employment of a competitor the defendant 
is in a position to do serious harm to plaintiff's business to an 
extent constituting unfair competition. 

It is apparent that defendant’s services are not unique in the 
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meaning applied to the services of a singer, actor or artist. The 
matter, therefore, resolves itself into the question whether the 
defendant having been branch manager of plaintiff's store in 
Greensburgh, Pa., and having thereafter entered the employ of a 
competitor in the city of Elmira, N. Y., where the defendant 
never had been employed before, thereby is causing, or is in a 
position to cause serious and irreparable damage and injury to 
plaintiff for which it has no adequate remedy at law. Many cases 
are cited in the very excellent briefs of the attorneys on both sides 
bearing upon situations both where injunctive relief has been 
granted, and wherein it has been refused, but it is unnecessary 
to analyze or refer to all of them. The rule applicable to this 
case is apparently clear and well settled. 

In the case of McCall Co. v. Wright (198 N. Y. 143), which 
was an action for an injunction to restrain an employee from 
associating with a rival company, the court referred to the rule 
permitting an injunction against one who has sold a business under 
an agreement not to engage in a similar business in competition 
therewith, and said: “It would seem that there is no fundamental 
principle in favor of the validity and enforceability of such an 
agreement in the case of the sale of a business which would not sus- 
tain a contract on a good consideration prohibiting for a limited 
period an employee who has entered the employment and learned 
the business of one employer from carrying the benefit of the in- 
formation and trade secrets thus acquired into the employment and 
maintenance of a competing business, and, as I read them, the 
authorities hold that a contract to prevent an employee from so 
doing may be enforced.” 

Have the acts of the defendant in entering the employment of 
the Fashion Stores been of such a nature as to constitute unfair 
competition, inflicting irreparable injury upon plaintiff for which 
it has no adequate remedy at law and of which equity will take 
cognizance? It might be possible for a person in defendant's 
situation to conduct fimself in a manner constituting unfair com- 
petition calling for restraint by injunction, but no such facts are 
presented here except by way of surmise and inference. Defendant 
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has been a branch manager of plaintiff's store at Greensburgh, Pa., 
where he was apparently engaged in selling merchandise to 
customers at retail on credit. So far as appears, he had never 
been in the city of Elmira until he entered the employment of the 
Fashion Stores. There is nothing to show in what way, if any, 
the experiences which he acquired while in plaintiff's employ, and 
the knowledge possessed by him of its business, are being used, 
or can be used, to plaintiff’s detriment in the conduct of its retail 
store in the city of Elmira. While, as already stated, plaintiff 
might be entitled to injunctive relief if it appeared that defendant’s 
acts were causing unfair competition to plaintiff's detriment, those 
facts sheuld be shown clearly before the intervention of a court 
of equity by injunction may be obtained. This does not mean 
that the conduct of the defendant is approved wherein he has 
violated his promise contained in the written agreement and thus 
been guilty of commercial dishonesty. It simply means that upon 
the particular facts presented here equitable intervention by in- 
junction is not the appropriate remedy even though the defendant 
has been guilty of dishonorable conduct; that whatever relief plain- 


tiff may be entitled to must be sought in other remedies, or upon 
additional facts. It may be that upon the trial of the issues in 
this action facts may appear showing plaintiff to be entitled to 
an injunction, but I do not think the facts presented upon this 
motion are sufficient therefor. 


The application for an injunction pendente lite is, therefore, 
denied, with costs. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Color 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for wire rope, a mark described as consisting “of a 
green fibrous core of the wire rope,” notwithstanding the prior use 
by the opposer, as a trade-mark for such rope, the coloring of one 
of the strands green, and, as a trade-mark for Manila rope, a green 
colored strand, thread or marker, placed at or near the center of 
one of the strands of the rope. 

The ground of the decision is that, in view of the common 
practice among manufacturers of wire ropes and cables of using 
colored devices for indicating the products of such manufacturers, 
the marks of the respective parties are not so similar as to be likely 
to cause confusion in trade. 

In his decision, after referring to the common practice among 
manufacturers of wire ropes of using colored devices to indicate 
their products and noting that it has been established by a long 
line of cases that there can be no trade-mark right in mere color 
and that it is only when the color is impressed in a particular design 
that it can constitute a trade-mark, the Assistant Commissioner 
said: 


“As mere color may not constitute a valid trade-mark, the opposer’s 
trade-mark rights with respect to the green color must rest upon the 
particular manner in which the color is impressed upon its wire rope. It 
is not entitled to trade-mark rights of such breadth as to include all pos- 
sible ways in which this color may be impressed upon articles of trade, 
as above indicated, or even to all ways in which it may be impressed in 
or upon wire rope.” 

Now, the opposer’s green strand trade-mark is not the same as 
the applicant’s green core trade-mark; and it is not seen that con- 
fusion in trade would be more likely to occur as between the appli- 
cant’s and the opposer’s marks than would be likely to occur be- 
tween their marks and the antecedent color devices by other 
manufacturers to distinguish and identify their respective wire rope 
products. As a matter of fact, by reason of the many color devices 
that are being employed by manufacturers of wire ropes and cables 
to distinguish and identify their respective products, purchasers are 
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called upon to exercise more than ordinary care in establishing the 
identity of the ropes and cables which they seek to purchase." 


Moore, A. C.: Held that applicant is not entitled to register 
as a trade-mark for hand drills a mark “consisting in coloring the 
outer and inner faces of the grinding wheel yellow.” 

The ground of the decision is that this alleged mark is merely 
an ornamental feature and would not indicate to the public origin 
or ownership. 

In his decision, after pointing out that it had been well es- 
tablished that no trade-mark right in mere color exists and that a 
mark comprising color must be distinctive apart from that color, 
the Assistant Commissioner said: 


“One of the reasons for the rule is that mere color can not function 
as a trade-mark. It being common practice with manufacturers and 
traders to color their articles of trade, or the parts thereof, any or all 
colors which judgment or fancy may dictate, for purposes of ornamenation, 
the colors in such cases do not suggest to the average member of the public 
the idea of origin or ownership, which is the sole purpose of a trade-mark. 

“I am clearly of the opinion that the yellow sides of the appellant’s 
grinding wheel would suggest to the public the idea of ornamentation, and 
not origin or ownership, hence, that they do not function as a trade-mark.’ 


Conflicting Marks 


Kinnan, F. A. C.: Denial of registration of the trade-mark 
comprising the notation “Easter Lily” on a rectangular background 
on which appear representations of the flower of notation, sustained 
on appeal from the Examiner of Trade-Mark Interferences sustain- 
ing opposition No. 7101 and adjudging the applicant, Kothlow, not 
entitled to the registration. 

Denial was based on the prior adoption and use of the trade- 
mark comprising the notation “White Lily” appearing upon a 
rectangular background bearing at one side of the notation a rep- 
resentation of several white lilies. Both parties use the mark on 
butter. 

* Waterbury Sons Co. v. John A. Roebling’s Co., 151 M. D. 479, June 


1, 1927. 
* Ex parte W. T. Grant Company, 151 M. D. 482, June 9, 1927. 
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The marks were held confusingly similar, resolving any doubt 
in favor of the first user.® 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for laxative tablets, the notation 
“Epsotabs” displayed between and above pictures of the heads 
and shoulders of two women, each in the act of taking medicine, 
one an elderly woman, whose countenance suggests displeasure, 
while the other is a picture of a younger woman, whose face sug- 
gests pleasure, with underneath the first the words “Old Way 
Disagreeable” and under the second “New Way, No Taste, Easily 
Taken,” in view of the proven prior use by opposer of the term 
“McCoy’s” and the words “Cod Liver Oil Tablets’ in connection 
with two pictures to which the applicant’s pictures are similar, 
with the words beneath one “Old Way, Disagreeable” and beneath 
the other “New Way, No Taste, No Odor.” In each case the ex- 
clusive use of the words appearing beneath the pictures had been 
disclaimed. 

The ground of the decision is that when these marks are used 
on goods so similar as those of the respective parties confusion 
in the mind of the public is likely to arise. 

With reference to the marks the First Assistant Commissioner 
said: 


“While it may be noted that the applicant has changed the pic- 
tures of the two women so that they face each other rather than face in 
the opposite directions, as in opposer’s mark, and while the applicant has 
represented an older woman in one of his pictures, yet there is a similarity 
between the marks,” 


and then, after noting the dissimilarity in the name of the goods 
and the similarity of the notations immediately beneath the pictures, 
said: 

“It would appear the applicant had quite clearly copied many of the 
special and peculiar features of the opposer’s mark. The similarities are 
quite noticeable and prominent. It would appear quite evident the appli- 


cant had opposer’s mark in view in producing the mark for which registra- 
tion is now sought.” 


*Geo. H. Kothlow v. Dunlevy-Franklin Co., 151 M. D. 419, March 
16, 1927. 


4 
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With respect to the goods he said: 


“The goods belong, when considered in a strictly technical manner, to 
somewhat different classes but they are both proprietary medicines, put up 
in tablet form, sold in the same stores to the same class of customers, 
and used or taken in the same way, although not to cure the same mala- 
dies. Without determining whether such goods belong to different classes 
in all cases, yet it is believed proper to consider the degree of remoteness 
of the classes of goods in determining whether one party may register on 
his class of goods substantially the mark of another already registered on 
another class” 


and then, after noting that applicant had incorporated in his mark 
the distinguishing features of opposer’s mark, said: 


“Under these conditions, some confusion is probable. It would seem, 
at any rate, the case is not free from doubt and such doubt will be re- 
solved against the newcomer, in accordance with the usual practice.‘ 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the notation “Forest of France,’ as a trade-mark for 
perfumery, in view of the prior use and registration by opposer 
of the term “Forest” on perfumes, toilet water, etc. 

In his decision, after noting that the applicant had taken no 
testimony and opposer had shown use of the mark long prior to 
any date of use claimed by the applicant and noting that there 
was no dispute as to the goods being the same, the First Assistant 
Commissioner said: 

“Both parties apparently use their marks upon goods purporting to be 
of French origin or at least so indicate in the labels. The opposer on 
many of its labels discloses the word Paris. The applicant, while dis- 
claiming any right to the use of the geographical word France, except 
in connection with the other words, has pressed the view that since these 
goods are purchased by people of some discrimination and intelligence, the 
full significance of the applicant’s complete notation would not be over- 
looked and that such purchasers would not confuse the applicant’s goods 
with those of the opposer. It is deemed, however, hardly possible that 
purchasers would distinguish between the two productions by the parties 


here involved if the goods were in the same market and carried the 
respective trade-marks of the parties.” 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for candy, a mark comprising four panels 
*The Coy’s Laboratories, Inc. v. Robert F. Reser, 151 M. D. 463, 


May 7, 1927. 
* Leon Cohn v. Renaud et Cie of America, 151 M. D. 462, May 7, 1927. 










346 SEVENTEEN TRADE-MARK REPORTER 


or shields with the picture of a girl in old-fashioned costume ar- 
ranged in each and between each two the name “Mary Wayne,” in 
view of the prior use by opposer of the name “Mary Jane,’ as a 
trade-mark for the same goods, and the use for the same purpose 
of a little girl in an old-fashioned costume, accompanied by the 
name “Mary Jane” or “You'll Like Mary Jane.” 

In his decision, after noting that the goods are the same, 
that the composite marks were admittedly quite different, but 
that the evidence showed that the goods were sold for small sums, 
such as a cent or five cents, and that the purchasers were frequently 
children or servants, said: 


“It seems a fair conclusion that purchasers of the applicant’s goods 
would likewise call for them by the name Mary Wayne. The class of 
goods, the kind of customers who purchase them, and the very little 
thought given to the matter by such purchasers are all matters tending 
to show that confusion in trade would be probable. While it may be 
admitted that both these names, Mary and Jane, have been frequently 
separately used in connection with trade-marks for similar goods, yet 
the two marks should be considered as a whole. The word Mary is 
common to both and the other names sound quite similar.” ° 


Moore. A. C.: Held that the Small Grain Distilling & Drug 
Co., is not entitled to register the words “Four Roses,” as a trade- 
mark for malt syrup for beverage purposes, in view of the prior 
use by the Four Roses Products Company and the continued use 
by its successor in business of the same term as a trade-mark for 
whiskey, which was sold for medicinal purposes after the passage 
of the Volstead Act. 

The ground of the decision is that the mark is an arbitrary 
and fanciful one and that its use by the different parties on the 
goods specified would be likely to cause confusion. 

With respect to the contention that the opposer was not the 
owner of the trade-mark but that that trade-mark had been used 
up to September 9, 1920, by Paul Jones & Co. and opposer was 
merely the distributor for that company, the Assistant Commis- 
sioner said: 


*Charles N. Miller Co. v. Heit Miller Lau Co., 151 M. D. 457, May 6, 
1927. 
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“Nothing can be found in the record supporting the allegation that 
the opposer used the trade-mark ‘Four Roses’ adversely to the rights 
of the legal owner thereof. So far as appears from the evidence, the 
opposer and the Paul Jones Company were working in perfect harmony 
in the furtherance of the business interests of both concerns, and that the 
opposer respected the rights of the Paul Jones Company up to the time 
of its dissolution as the legal owner of said trade-mark. 


+ * * * + + 


“The opposer never claimed the right to use said mark as its own 
during the existence of the Paul Jones Company, but only as distributor 
of the Paul Jones Company’s ‘Four Roses’ brand of whiskey. The 
opposer, however, does claim an equitable right in said mark by reasons 
of its use thereof and the expenditure of large sums of money in advertis- 
ing the business. 

“By the act dissolving the Paul Jones Company all claim to and 
ownership of the trade-mark ‘Four Roses’ was specifically waived and 
released, which act paved the way for future possession and property in 
another (Cohen v. Nagle, 190 Mass. 4). 

“Assuming that there was concurrent use of said trade-mark by the 
Paul Jones Company, and by the opposer with the consent of the Paul 
Jones Company, then the period of sole use of the mark after its abandon- 
ment by the Paul Jones Company gave good title to the mark to the 
opposer (Layton Pure Food Company v. Church & Dwight Co., 182 F. 24). 


With respect to the similarity of the goods, he said: 


“It is observed that both are intended for use as beverages, or for 
medicinal purposes, or as tonics, and such beverages contain alcohol, 
when the malt syrup beverages are prepared in the manner commonly 
practiced. * * * But even assuming that malt syrup beverages are non- 
alcoholic, still the opposer should be protected in the use of its trade- 
mark by appropriating it to other cereal beverages in the natural expan- 
sion of its business, and particularly in view of the Eighteenth Amendment 
to the Constitution, and the laws for its enforcement which have com- 
pelled transition from the production and sale of alcoholic beverages, 
to non-alcoholic beverages, and which call for liberal protection of trade- 
mark rights affected by the enforced change.” * 


Moore, A. C.: The only characteristics common to the two 
marks are the vari-colored bands. 

The opposer contends, in effect, that the vari-colored bands 
constitute the essential and dominant characteristic of both marks, 
and that as the opposer was the first to adopt and use such mark 


for paints, the applicant’s application for registration should be 
denied. 


*Small Grain Distilling & Drug Co. v. Four Roses Products Co., 
151 M. D. 459, May 6, 1927. 
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This contention does not appear to be supported as to fact. 
In the first place, the vari-colored bands do not constitute the 
essential and dominant characteristic of either mark. The other 
characteristics, above pointed out, of the respective marks, are 
prominently displayed and may not be ignored. Clearly, the 
applicant’s mark carries with it the idea of “Old Mission” paint; 
and the opposer’s mark carries with it the idea of “Cover the 
Earth” paint. 

Furthermore, the records of this office, of which judicial notice 
may be taken, show that neither the applicant nor the opposer 
was the first to adopt and use vari-colored bands as a characteristic 
of trade-marks for paints, as evidenced by the following regula- 
tions: 

Hammer Brothers White Lead Co., No. 38132, April 15, 1902; 
Selby Smelting & Lead Co., No. 64989, September 3, 1907; The 
Patterson Sargent Co., No. 66770, December 24, 1907. 

Registered trade-mark No. 64989 consists of a disk crossed by 
three vari-colored bands, of which the upper and lower are blue, 
and the intermediate gold. 

In Registration No. 66770, the bands intermediate, the upper 
and lower portions of the container, are yellow. 

In Registration No. 38132, it is distinctly stated that the red 
stripe has a distinctive color from the body of the keg or pail. 

Registrations Nos. 64989 and 66770, at least, must be pre- 
sumed to be still in force until the contrary shall be conclusively 
shown (Section 16, Act of February 20, 1905.). 

These prior registrations appear to furnish an unfavorable 
answer to the opposer’s contention that it was the first to adopt 
and use vari-colored bands for paints, and that said bands con- 
stitute the dominant characteristics of the marks in issue. 

That the two marks do not bear such close resemblance to each 
other as to be likely to cause confusion or mistake, is shown by the 
evidence in this proceeding. It appears from the evidence, and 
is admitted in substance by the opposer, that the two marks have 
been in use in the same territory and on the same class of goods 
since the summer of 1922, and yet the opposer has failed to show 
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a single instance of confusion or mistake in the use of the two 
marks. The opinions of witnesses that there would be likelihood 
of confusion or mistake do not outweigh the above fact. 

The witness Burchell testifies that he has handled the goods 
of both parties for many years; that he has never had any confusion 
of any kind as between the respective goods of the parties; that 
the two labels are the same only as to the colors which the average 


man would not notice; and that “It is my opinion that there 
couldn’t be any confusion.” 
In view of the above it is believed that the applicant is 
entitled to the registration for which it has made application. 
The decision of the acting Examiner of Interferences is re- 
versed.® 


Descriptive Terms 


Moors, A. C.: Held that the words “The Home Incinerator,” 
written with the terminal letters of the word “Incinerator” capi- 
talized and the other two words placed between the upper por- 
tions thereof, are not registrable, under the Act of 1920, as a 
trade-mark for incinerators. 

The ground of the decision is that these words, notwithstand- 
ing that they have been disclaimed apart from their particular 
mode of presentation as illustrated in the drawing, constitute 
merely the name of an incinerator adapted for home use and 
therefore do not point out distinctly the origin or ownership of 
the article to which the words are affixed. 


“The applicant’s mark, however, is merely the name of the goods, 
and is not a distinctive mark of authenticity through which the products 
of particular manufactures or the vendible commodities of particular 
merchants may be distinguished and identified. (See ex parte Keyless 
Auto Clock Co., 309 O. G. 223, 1923 C. D. 25 [13 T. M. Rep. 451], and 
the decision therein quoted.) Every manufacturer of domestic incinera- 
tors and every merchant dealing in incinerators of this type may designate 
his incinerators by the title ‘the home incinerator.’ 

“As to the manner in which the title is printed, it is believed that the 
title as printed would produce no other impression upon the mind of 
average observers than that it is merely the name of the incinerator.” * 


* Sherwin-Williams Co. v. Stockton Paint Co., 151 M. D. 424, March 26, 
1927. 
*Ex parte Kohn Manufacturing Co., 151 M. D. 472, May 19, 1927. 
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Failure to Appeal 


Moore, A. C.: It appears from the motion of the appellee, 
which is accompanied by proof of service upon the attorney of 
record for the appellant, that the record in the below entitled oppo- 
sition has not been completed and the case duly docketed in the 
Court of Appeals of the District of Columbia within 40 days (ex- 
clusive of Sundays and legal holidays) from the day upon which 
notice of appeal was given to the Commissioner of Patents. 

This opposition proceeding is therefore declared finally de- 
termined and it is ordered that the files be returned to the Ex- 
aminer of Trade-Marks for such further action as is provided 
by the decision of the Assistant Commissioner of Patents rendered 
August 23, 1926.*° 





Goods of Different Descriptive Properties 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for grease and oil compounds, a mark consisting of 
the letters “G & B,” notwithstanding the prior use and registration 
of that mark by opposer as a trade-mark for pumps, combined pump 
and tank outfits for handling gasoline, lubricating oils, etc. 

The ground of the decision is that the goods are not of the same 
descriptive properties and that the registrant of a trade-mark is 
not entitled to prevent another from registering it for entirely dif- 
ferent goods. 

In his decision the Assistant Commissioner said: 


“The opposer’s contention in effect is for the right to the exclusive use 
of the trade-mark G & B. No such right exists under the law. It is 
settled by the highest authority that there is no property in a trade-mark 
apart from the business or trade in connection with which it is employed. 

“It follows that the mere fact that the opposer adopted and used the 
trade-mark G & B for pumps etc., does not prevent the adoption and use 
of the same trade-mark by the applicant for a grease and oil compound. 

As the question whether a grease and oil compound has the same de- 
scriptive properties as pumps, and combined tank and pump outfits for 
handling gasoline, lubricating oils, etc., is one determinable only by com- 
parison, and as the opposer does not contend that the goods of the respec- 
tive parties have the same descriptive properties, it is believed that the 


* Apco Manufacturing Company v. Herbert G. Beyer, April 21, 1927. 
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taking of testimony would be a useless procedure; and as the opposer 
does not allege actual confusion in trade, it is believed that the Examiner 
of Interferences committed no error in dismissing the notice of opposition.” 


Goods of Same Descriptive Properties 


Rosertson, C.: Held that applicant is not entitled to register 
as a trade-mark for flavoring extracts, a mark consisting of the 
word “Calumet” and a large letter C with a scroll across the middle 
of that letter, in view of the prior use by the opposer of the word 
“Calumet” and the picture of an Indian head, as a trade-mark for 
baking powder. 

The ground of the decision is that the Calumet Company was 
the first to use its mark, that the goods are of the same descriptive 
properties and the marks so similar that their use on the goods of 
the respective parties would be likely to cause confusion. With 
respect to the similarity of the marks, the Commissioner said: 


“The word is a prominent and essential feature of each of the marks. 
That these marks, by reason of the inclusion of the word in each would 
be likely to cause confusion, if used upon goods of the same descriptive 


properties, is believed to be obvious. The question of the form of label 
which applicant used and the indicia which appeared thereon as distin- 
guished from opposer’s labels is not material to this proceeding. The mark, 
as sought to be registered, does not include these indicia.” 


With respect to the goods, he said: 


“So far as the goods are concerned, it is of course obvious that no one 
will buy a bottle of flavoring extract in place of a can of baking powder, 
but that is not the question here involved. The question is whether pur- 
chasers accustomed to buying opposer’s goods with the ‘Calumet’ trade- 
mark thereon would be likely to be deceived into thinking that the goods 
of applicant bearing its mark were made by opposer. B. Heller & Co. v. 
Southern Cotton Oil Co., 4 F. (2d) 955, 386 O. C. 510, 55 App. D. C. 288 
[15 T. M. Rep. 257]; California Packing Corp. v. Price-Booker Mfg. Co., 
285 Fed. Rep., 993, 308 O. G. 451, 52 App. D. C. 259 [13 T. M. Rep. 62]; 
E. A. Zatarain & Sons, Inc. v. Ohio Salt Co., 10 F. (2d) 655, 342 O. C. 
713 [16 T. M. Rep. 40]. 


With respect to the argument that the term “Calumet” is 
geographical and had been used by other parties and therefore the 


question of confusion must be considered only with reference to 
other features of the marks, he said: 


“Gilbert & Barker Mfg. Co. v. Gibb & Brown, Inc., 151 M. D., 484, 
June 9, 1927. 
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“It may be true that ‘Calumet’ is the name of some post offices, but 
this term can not be regarded as ‘merely geographical.” Only one regis- 
tration containing the term ‘Calumet’ is pleaded as having been granted 
prior to opposer’s proven date of use, but that was for toilet soap. The 
registrations which were pleaded as alleging dates of use prior to opposer’s 
proven date of use are none of them, with one possible exception, for 
goods anything like so close to opposer’s as are applicant’s. Furthermore, 
it has not been established that any of these marks are still in use.”” 


Motion to Dismiss 


Kinnan, F. A. C.: This case comes on for review on appeal 
of the opposer, The B. F. Goodrich Co., of the decision of the 
Examiner of Trade-Mark Interferences, dismissing the opposition. 

The trade-mark sought to be registered by the applicant, 
Kenilworth Manufacturing Co., Inc., consists of the notation “Zip- 
Midy,” with the name “Kenilworth” in smaller type across the 
notation. The mark is used upon wearing apparel for men, women 
and children, namely, middies and sport shirts, made of knitted 
and textile fabrics. 

The opposer claims adoption and use of the notation “Zipper” 
as a trade-mark for boots of rubber and fabric, more especially 
overshoes made of rubber fabric, from a date prior to the date 
of adoption and use alleged by the applicant company of the latter's 
mark. The opposer alleges ownership of registration No. 197090, 
issued April 8, 1925, of the mark “Zipper.” 

The Examiner of Trade-Mark Interferences dismissed the 
opposition on the ground that the goods upon which the parties 
use their respective marks do not belong to the same class and do 
not possess the same descriptive properties within the meaning of 
the confusion in trade clause or Section 5 of the Trade-Mark Act 
of February 20, 1905. 

It appears this opposition is one of three involving the same 
trade-mark of the opposer and, in addition to the above, the nota- 
tions “Zip-Over” and “Zip-Knick,”’ the latter notations being also 
claimed by the applicant in the instant proceeding. It appears 
testimony was taken in opposition No. 7326 in connection with 


Calumet Baking Powder Co. v. The V. V. Campbell Company, 151 
M. D. 491, June 30, 1927. 
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the notation “Zip-Knick’’ and that case is awaiting decision by the 
Examiner of Interferences, the hearing having been set for June 8, 
1927. 

At the hearing in the instant case, counsel for both parties 
agreed that the testimony in the “Zip-Knick” case would, if the 
instant motion were dismissed, be introduced in each of the other 
two cases by stipulation. It would seem, in consequence, that no 
additional expense would be involved if the instant opposition 
were decided upon a review of this testimony. 

Since all three of these oppositions are quite closely related 
and a decision upon one will have considerable bearing upon, even 
if it is not determinatve of, the others, it is deemed the better pro- 
cedure would be to adjudicate all of the cases after a review of 
the testimony. 

The decision of the Examiner of Interferences granting the 
motion to dismiss is reversed, and he is directed to set this case 
and companion case No. 7685 for hearing simultaneously with 
the hearing upon the “‘Zip-Knick” case and consider, if the parties 
introduce the testimony by stipulation, such testimony as has been 
presented in the “Zip-Knick”’ case.** 


Non-Conflicting Marks 


Kinnan, F. A. C.: Held that the use by H. Blount Hunter, 


, 


of the term “Chocolishus,’ as a trade-mark for a syrup made 
from cocoa and cane sugar, furnished no grounds for canceling 
the registration by F. Hoffman & Sons, Inc., of the term “Choco- 
Sip,” as a trade-mark for non-alcoholic, non-cereal, maltless bever- 
ages. 

The ground of the decision is that the marks are not so similar 
as to be likely to cause confusion in the mind of the public since 
the term “Choco” is clearly suggestive of chocolate and the terms 
“Sip” and “Lishus” are entirely dissimilar. 

In his decision the First Assistant Commissioner said: 


* B. F. Goodrich Co. v. Kenilworth Manufacturing Co., May 12, 1927. 
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“It is apparent that the term ‘Choco’ is certainly, if not descriptive 
of the preparation as showing that it contains chocolate, suggestive that 
the preparation is so made. This same term in the registered mark, 
‘Choco-Sip,’ is also similarly descriptive. 

“The two marks, except for this suggestive term, are not similar in 
appearance or sound, and the suggestion of the two marks taken as a 
whole is different. The petitioner’s mark suggests some sort of prepara- 
tion made of chocolate which is delicious, while the registrant’s mark 
suggests a liquid preparation which can be sipped.” 


He further said: 


“It is well settled that where a party adopts a mark which contains 
a descriptive phrase or word he cannot thereafter be accorded any such 
scope of protection as to prevent others from using in other relations 
that same descriptive term (citing decisions). 








- 





* * 








* 


“In this case the records of this office show that the term ‘Choco’ in 
connection with various suffixes has been repeatedly registered. Whether 
or not the use of all of these trade-marks was continued, although it 
appears the use of some of them was, is not regarded as material. The 
very fact that marks included this term ‘Choco’ had so often been regis- 


tered, simply accentuates the fact of the descriptiveness or suggestive- 
914 


ness of that term. 


Moore, A. C.: Held that applicant is entitled to register, 
as a trade-mark for a shampoo, a design consisting of the repre- 
sentation of a rectangular frame divided by a horizontal panel, 
with two pine trees in each of the separate spaces and the words 
“Pine Tonic” appearing on the panel, the word “Tonic” being 
disclaimed, notwithstanding the use by opposer of two trade-marks 
for substantially the same goods, one consisting of the word 
“Pineglow,” and the other of a rectangular device upon which 
appears the representaton of a number of pine trees, with the 
representation of the sun or moon. 

The ground of the decision is that prior to the use of the 
“Pineglow” mark by the opposer the applicant had used for its 
goods the term “Krank’s Pine Tar Egg Shampoo” and “Krank’s 
Hydrofoam Shampoo” with the words “Pine Tar” immediately 
thereunder, and that in view of this use and applicant’s right to 
go back of the date of such use for use of the term “Pine,” there 
was no likelihood of deception between the marks “Pine Tonic” 


* Hunter v. F. Hoffman & Sons, Inc., 151 M. D. 446, April 23, 1927. 





























DECISIONS OF THE COMMISSIONER OF PATENTS 355 


and “Pineglow” in view of the different character of the pictorial 
parts of the mark. 

In his decision, after pointing out that the term “Pine” means 
a pine tree and is so understood by the public, the Assistant Com- 
missioner said: 


“* * * It is believed, therefore, that the applicant has the right to 
carry the date of adoption of the mark ‘Pine’ back of the opposer’s date 
of adoption of its mark. 

“As to points of difference between the marks there is nothing in the 
applicant’s mark corresponding to the opposer’s word ‘Pineglow,’ or to its 
rectangular frame including a representation of the sun or moon, the 
symbol being prominently displayed. To the public mind the term ‘glow’ 
means primarily to radiate light and heat, and this thought is emphasized 
in ‘Pineglow,’ when the term is associated with a pictorial representation 
of the sun or moon, as in the opposer’s labels. 

“It is believed that the respective marks, each considered in its 
entirety, do not so nearly resemble each other as to be likely to confuse 
the mind of the public or to deceive purchasers when concurrently used 
by different parties. 

“As the opposer was not the originator of the mark for shampoo 
comprising the representation of a ‘Pine, it is not entitled to any such 
broad interpretation of its rights in connection with its mark as it would 
be if it were the first to use a pine or some part of a pine as its 
mark.” * 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the applicant, National Department Stores, Inc., of the decision 
of the Examiner of Trade-Mark Interferences sustaining the op- 
position of The Manhattan Shirt Co., and adjudging the applicant 
not entitled to the registration for which it has applied. 

The applicant company seeks registration of the notation 
“Nadsco” arranged within a diamond outline, the letters of the 
notation being smaller at the narrower portions of the diamond and 
larger at the wider portion. The mark is used on suits and coats 
for men and boys, etc. 

The opposer company has adopted and used a trade-mark 
comprising the notation “Nansco” arranged above a representation 
of an electric fan and has registered such mark October 26, 1915, 
No. 106644, the mark being used upon articles of wearing apparel, 


* The Sanitas Company, Inc. v. Alfred J. Krank, 151 M. D. 474, 
May 28, 1927. 
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including clothing or furnishings and underwear. Specimens show 
the mark used upon pants, drawers, union suits and undershirts. 

Neither party has taken testimony, but by a stipulation it 
appears the opposer adopted and used its mark upon the goods 
above noted as early as June 16, 1915, and has continued such use 
since that time. The applicant company alleges adoption and use 
of its mark continuously since April 10, 1924. 

The applicant company’s mark appears to have been made up 
of the initial and some other letters of the company’s corporate 
name. It would appear that the opposer’s mark is made up in 
like manner from portions of opposer’s firm name. 

While the source from which the notation was obtained is of 
no consequence to the public since, as was noted in the case of The 
Procter and Gamble Company v. Eney Shortening Company, 178 
O. G. 369, 50 App. D. C. 42 [10 T. M. Rep. 344]; the “consuming 
public know little and care less about the origin of any mark and 
very seldom if ever takes it into consideration. The statute does 
not contemplate that the public should do so”’—yet in view of the 
fact the applicant’s notation was built up from a corporate name 
totally dissimilar to that of the opposer’s corporate name, there 
exists a presumption that the applicant was not actuated by any 
improper motive in adopting its mark nor was it seeking to obtain 
a mark in any way similar to that of the opposer. It would seem 
the applicant company was merely following the usual modern 
practice of commercial firms in making up a trade-mark out of the 
initial and other letters of the company’s name. 

The opposer has widely advertised and sold its goods under 
its trade-mark and some of these goods are of the same character 
as those sold by the applicant company. Others of the goods are so 
similar to those upon which the opposer has applied its mark as to 
fall within the general interpretation of the meaning of the words 
“goods of the same descriptive properties.”” Under such conditions, 
it would appear some evidence of actual confusion of origin or of 
goods would have arisen if the marks were deceptively similar. 

While the marks must be viewed in their entirety yet the fact 
can not be overlooked that the last syllable of the marks so common 
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in marks similarly built up from commercial firm names the public 
would be apt to rely upon the first portion of the marks to dis- 
tinguish their character. It is believed the notation “Man” or 
’ is sufficiently different from the notation “Nad” or “Nads” 
to warrant the dismissal of this opposition so long as no proof of 
confusion or probable confusion is presented. 

The decision of the Examiner of Trade-Mark Interferences 
sustaining the opposition is reversed and it is adjudged the appli- 
cant is entitled to the registration for which it has made applica- 


“Mans’ 


tion.?® 


Kinnan, F. A. C.: Held that applicant is entitled to register 
the words “Carbo-Hide,” the letters being arranged in a somewhat 
peculiar or unusual manner, as a trade-mark for rubber soling ma- 
terial, notwithstanding the prior adoption and use by the opposer 
of the term “Cordo-Hyde,” as a trade-mark for shoe strings and 
laces. 

The ground of the decision is that these two marks are not so 
similar that their use upon the goods of the respective parties would 
be likely to cause confusion in trade. 

The First Assistant Commissioner, after noting that the testi- 
mony of the opposer showed adoption and use prior to any date of 
use claimed by the applicant and that opposer’s goods had been 
widely and extensively advertised, and noting the difference be- 
tween the two marks and the differences in the goods, said: 


“The applicant’s mark suggests, to some extent at least, the goods 
upon which it is applied, carbonized, vulcanized rubber soles. The opposer’s 
mark has a different significance, if it has any significance at all, and 
would suggest the goods were cords made by someone whose name was 
Hyde. It may be ‘Hyde’ would have some suggestion, in connection with 
shoe strings, of hide. In any event, it would be held there is no similar 
significance in connection with the two notations. There is some similarity 
of appearance, sound and spelling. Shoe strings must be regarded as 
belonging to a different class of goods, notwithstanding they may be used 
upon a shoe to which the applicant’s rubber sole has been attached. While 
these two kinds of goods, shoe strings and rubber soles, are sold in the 
same market, they are generally sold to different classes of customers. 
Purchasers frequently buy shoe strings while such purchasers would not 


* Manhattan Shirt Co. v. National Department Stores, Inc., 151 M. D. 
432, April 1, 1927. 
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buy rubber shoe soles. A shoe repairer might buy both classes of goods 
but a shoe manufacturer would ordinarily not do so. It is believed the 
difference in the marks taken in connection with the difference in the goods 
renders it unlikely there would be confusion in trade.” 








With respect to the argument that the mark sought to be regis- 
tered constitutes the name of the opposer, he said: 







“There is a difference in the spelling and in the significance of the two 
notations. In the cases to which opposer invites attention and in which 
the applicant was held to have adopted the corporate name of the opposer, 
the applicant had copied a part of the identical name of the opposing 
company. It is not believed the case of The Duro Pump & Mfg. Co. v. 
California Cedar Products Co., 344 O. G. 1058, ——App. D. C. » [16 
T. M. Rep. 87], or that of the American Steel Foundries v. Robertson, 
Commissioner of Patents, and Simplex Electric Heating Co., 342 O. G. 711, 
269 U. S. 372 [16 T. M. Rep. 51] furnishes a basis for sustaining the op- 
position in the instant case.” 


















Kinnan, F. A. C.: Held that, where a petitioner for cancel- 
lation pleaded in his petition a prior registration granted to him, 
judicial notice should be taken of such registration and the Exam- 
iner of Interferences should decide whether, in view thereof, the 
later registration sought to be canceled was properly issued. 

In his decision, after stating that in the ez parte prosecution 
of the application for registration it was necessary for the Exam- 
iner of Trade-Marks to consider the prior registration, the First 
Assistant Commissioner said: 

















“It would seem, upon petition of the owner and user of the earlier 
registered mark, that the Examiner of Interferences should determine 
whether the later registration was properly granted. The earlier registra- 
tion by the party Gillman is prima facie evidence of ownership of the 
mark and unless the respondent overcomes that prima facie evidence, the 
Office would seem to be justified in considering its own records to the 
extent of determining whether the respondent’s mark should have been 
registered and, if that registration be determined to have been unwar- 
ranted, it should be cancelled.’ 








Part of Corporate Name 


Kinnan, F. A. C.: Held that F. W. Theisen has established 
an earlier date of use than the other applicant, Queen Anne Candy 
Company, Inc., but he was not entitled to register the mark in 











* Cordo-Hyde Co. v. Jacob C. Schachey, 151 M. D. 456, May 3, 1927. 
* Gillman v. Love and Lindblad, 151 M. D. 465, May 5, 1927. 
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issue, “Queen Anne,” because those words constituted the essential 
features of the corporate name of the Queen Anne Candy Company, 
which had been incorporated prior to the time when Theisen filed 
his application for registration. 

In his decision he discussed the testimony and held that the 
Queen Anne Candy Company, Inc. had not proved that its pred- 
ecessors in business, from whom it derived title, began the use of 
the mark as early as the date of use established by Theisen. 

With respect to the right of Theisen to register the mark, the 
First Assistant Commissioner, after pointing out that the Queen 
Anne Candy Company had been incorporated prior to the date of 
Theisen’s application and referring to Theisen’s arguments based 
on the amendment of 1913 to Sec. 5 of the Trade-Mark Act, said: 


“When the 1913 amendment was before the Congress the clause of 
Sec. 5 of the Act of February 20, 1905 providing that no mark which con- 
sists merely in the name of an individual, firm, corporation or association, 
not written, printed, impressed or woven in some particular or distinctive 
manner should be registered, was already the law. If Congress had in- 
tended to change the unqualified existing clause that legislative body did 
not so indicate. The amendment to which counsel for Theisen refers 
merely added to the class of marks which could not be registered those 
which consisted of the name, distinguishing mark, &c., adopted by any 
institution, organization, club or society ‘which was incorporated in any 
state in the United States prior to the date of adoption and use by the 
applicant’ * * * * So far as the plain import of the original 
clause of Sec. 5 ieeaiids it was apparently the intention of Congress to 
prohibit the registration of a mark which at the time the application for 
such registration was made was the name of an existing corporation other 
than the applicant. This appears to be in harmony with the conclusion 
which the Court of Appeals of the District of Columbia seems to have 
reached in Howard Co. v. Baldwin Co., 48 App. D. C. 487, 326 O. G. 685, 
|9 T. M. Rep. 116]. 


Then, after stating what was held in the decision in the How- 
ard case and quoting from that decision, he said: 


“Since the Court found the Baldwin Company was the first to make a 
trade-mark use of the word ‘Howard’ and then held that, notwithstanding 
this fact and the fact that the Howard Company was incorporated after 
the Baldwin Company began use of the mark, the registration obtained by 
the Baldwin Company was ‘secured in direct violation of the express terms 
of the statute,” the conclusion seems warranted that the failure of the 
Baldwin Company to apply for registration until after the incorporation 
of the Howard Company was deemed a bar to the registration. Based 
largely upon the holding in this Baldwin case, a similar conclusion was 
reached by me in Ez parte S. E. §& M. Vernon, Inc., 146 M. S. Dec. 487, [15 
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T. M. Rep. 331] and by the then Assistant Commissioner in the Cracker 
Jack case (3442 O.G.3). * * * * * 

“While the term ‘Queen Anne’ is not the entire name of the senior 
party to this interference, it is the essential feature thereof and it is 
thought that its registration by Theisen is clearly prohibited, in view of 
the decisions in the Simplex case American Steel Foundries v. Robertson, 
342 O. G. 711, 269 U. S. 372 [16 T. M. Rep. 51]; as construed by the Court 
of Appeals of the District of Columbia in the Duro Case The Duro Pump 


Mfg. Co. v. California Cedar Products Co., 344 O. G. 1058, 56 App. D. C. 
_. 


Publici Juris 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the registrant, Central Drug Store, Ltd. (Bear Balsam Products 
Co., substituted), of the decision of the Examiner of Trade-Mark 
Interferences sustaining the petition for cancellation filed by Albert 
G. Groblewski & Co., Inc., and recommending that the registration 
be cancelled. 

The registrant obtained registration No. 183134, issued April 
22, 1924, to Central Drug Store, Ltd., for a composite mark 
comprising a representation of a portion of landscape including 
the trunks of two trees and in the foreground a hunter in the act 
of discharging a gun pointed at the figure of a bear, the words 
‘Bear Balsam” appearing also in the picture. The word “Balsam” 
is disclaimed other than in the mark as shown. The mark is used 
upon salves, liniments, etc. 

The petitioner alleges adoption and use of the picture of a 
bear accompanied by the words “Bear Brand Salve,’ for purposes 
similar to those for which the registrant uses its remedies. 

Both parties have taken testimony. Although the registrant 
urges that the testimony submitted on the part of the petitioner, 
taken as it was nearly 35 years after the event and consisting 
largely of oral testimony, is not sufficient, yet it is believed the 
petitioner has established adoption and use of its notation about 
the year 1893 and continuously since that time. The conclusion 
of the Examiner of Interferences as to this point is believed to 
be sound. 


2% F. W. Theisen v. Queen Anne Candy Co., Inc., 151 M. D. 487, June 
23, 1927. 
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The registrant seeks to establish use of the mark from a period 
as early as 1892 and in support of this contention has submitted 
the testimony of Charles Pavitt. It has been shown that the latter 
had used the words “Bear Salve” on a preparation made by him 
before he came to this country and that after coming to this 
country he entered the employ of George W. Ewing of Philadel- 
phia, where, while strictly an employe, the salve was sold in the 
name of the employer with the mark “Bear Salve” placed thereon. 
It is not clear than any such use was to the benefit of Pavitt. 
Subsequently, but about 1896, it appears Pavitt left the employ 
of Ewing and established a business of his own at Shenandoah, Pa., 
where he continued the manufacture and sale of the salve, liniment, 
and many other remedies, under the notation “Bear Salve” or 
“Bear Liniment,” etc., for many years and, in fact, until he sold 
his business relating to these goods, including his trade-mark rights, 
to the Central Drug Store, Ltd., the registrant here involved. 

The goods being the same and the petitioner having fairly 
established prior adoption and use of its notation and since the 
picture of a bear or the name “Bear” constitutes the principal and 
distinguishing feature of both marks, it would appear the petitioner 
must prevail unless the latter is not entitled to broad protection 
as to the use of this picture or the word “Bear” in connection with 
these goods. The registrant has shown that the representation or 
picture of a bear has been registered in this office in connection 
with various goods a very large number of times, many of which 
registrations preceded the date of adoption and use by the peti- 
tioner of its notation or mark. 

Some of these prior registrations, notably those numbered 
16871, July 30, 1889; 20442, December 8, 1891; 22785, April 11, 
1898, are for pictures of bears used upon substantially the same 
class of goods. Fifteen or twenty other registrations prior to the 
petitioner’s date of adoption and use disclose pictures of bears for 
use upon various other classes of goods. Under these circumstances, 
it must be held that the petitioner was not the first to use the picture 
of a bear or the name “Bear” upon goods of the character here in- 
volved. It appears further that both parties have been in business 
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in the same state within 60 miles of each other for 30 years or more 
and there is no evidence of actual confusion. The petitioner has not 
attempted to show exclusive rights in the picture of the bear or in 
the name “Bear,” and having failed to show, as above noted any 
actual confusion during this long period, it would appear that dam- 
age to the petitioner is not probable. Purchasers, so far as any- 
thing in this record discloses, have not confused the registrant’s 
composite mark with the landscape, the trees, the hunter and the 
bear with the petitioner's mark consisting of the picture of the bear 
and the words “Bear Salve.’ In view of these facts, it is believed 
the petitioner cannot prevail. 

The decision of the Examiner of Trade-Mark Interferences is 
reversed, the petition is dismissed, and it is adjudged the registra- 
tion should not be cancelled.*° 


* Albert G. Groblewski & Co., Inc. v. Central Drug Stores, Ltd. (Bear 
Balsam Products Co., Substituted), 151 M. D. 468, May 16, 1927. 








